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ABSTRACT

To a large extent, the university technology transfer (hereinafter the
“TTO”) success depends on harmonious relationships between technology
transfer staff and contributing faculty. While this state is ideal, regretfully,
it is not typical. We describe sixty-two legal battles between academic
inventors and their universities. We also identify the stressors caused by
perceived threats to the TTO staff and faculty researchers, which result in

felt job insecurity. We then developed a concept model which depicts these
perceived threats and how they contribute to positive functional technology
transfer performance or negative dysfunctional performance. We propose
that any lack of communication, social exchanges, motivation, engagement,
streamlined processes, supportive organizational cultures, or competencies
on the part of the TTO staff or faculty researchers can result in felt job
insecurity and distress. Also, people who lack personality characteristics
that give them an aversion to job insecurity can experience stress. We
advocate that, in light of the numerous legal battles, all of these micro-
foundational factors in university technology transfer need to be examined
and taken into consideration in a holistic way, and they need to be
addressed with a Bayh-Dole Act amendment. Specifically, the 37 CFR §
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401.16 federal agency reporting requirements need to change to mandate
that universities report litigation between inventors and universities. This
will likely bring much needed awareness to this issue and may result in
improvements in communication, social exchanges, motivation,
engagement, streamlined processes, supportive organizational cultures, or
competencies. Such improvements can reduce these legal conflicts.
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INTRODUCTION

Technology transfer within research-intensive universities is the
vehicle that reinforces faculty innovation, generates patents, and provides
significant income to the institution. Their activities include soliciting
invention disclosures from academic inventors, evaluating the disclosures
for marketability, patenting inventions, and licensing intellectual property
(hereinafter “IP”).! The TTO staff relies heavily on faculty researcher
participation including submittals of invention disclosures, entrees to
potential corporate licensees, start-up or spin-off business formation,
technical advice, working with outside patent counsel during the patent
prosecution process, and marketing to industry.?

To a large extent, TTO success depends on harmonious relationships
between technology transfer staff and contributing faculty. While this
state may be ideal, it is not typical. There are numerous accounts of
faculty researchers not following university policies and TTO staff not
providing adequate services.> Drilling deeper, these may include TTOs
exercising favoritism and making exceptions to the rules;* exercising
favoritism toward individual faculty inventors or their departments;’
faculty supporting industry’s special interests to the detriment of
exercising the university’s core values;® universities retaliating against
whistleblowers;” contracting with patent trolls;® IP leakage;’ and

1. See Dwitya K. Amry et al., The New Inclusive Role of University Technology Transfer:
Setting an Agenda for Further Research, S INT’L J. INNOVATION STUD. 9, 9-10 (2021).

2. SeeJerry G. Thursby & Marie C. Thursby, Are Faculty Critical? Their Role in University—
Industry Licensing, 22 CONTEMP. ECON. POL’Y 162, 162-63 (2004).

3. See Clovia Hamilton & David Schumann, Love and Hate in University Technology
Transfer: Examining Faculty and Staff Conflicts and Ethical Issues, 16 RSCH. IN ETHICAL ISSUES IN
ORGS. 95, 95-96 (2016).

4. See Lita Nelsen, Ten Things Heads of Institutions Should Know About Setting Up a
Technology Transfer Office, in 1 INTELL. PROP. MGMT. IN HEALTH & AGRIC. INNOVATION: A
HANDBOOK OF BEST PRACS. 537, 541 (Anatole Krattiger et al. eds., 2007); see Jason Owen-Smith &
Walter W. Powell, To Patent or Not: Faculty Decisions and Institutional Success at Technology
Transfer, 26 J. TECH. TRANSFER 1, 10, 21 (2001).

5. See Terry A. Young, Establishing a Technology Transfer Office, in 1 INTELL. PROP. MGMT.
IN HEALTH & AGRIC. INNOVATION: A HANDBOOK OF BEST PRACS. 545, 552 (Anatole Krattiger et al.
eds., 2007).

6. See Nancy F. Olivieri, Patients’ Health or Company Profits? The Commercialisation of
Academic Research, 9 SCI. & ENG’G ETHICS 29, 39-40 (2003).

7. See Megan Irwin, A Cancer on ASU, PHX. NEW TIMES (Jan. 18, 2007),
https://www.phoenixnewtimes.com/news/a-cancer-on-asu-6402848.

8. See Rick Merritt, For Academia, Patents Mean BIG 33, EE TIMES (Apr. 24, 2006),
https://www.eetimes.com/For-academia-patents-mean-big/.

9. See Janet Bercovitz & Maryann Feldman, Academic Entrepreneurs: Social Learning and
Participation in University Technology Transfer 2-3 (Jan. 2006) (unpublished manuscript) (on file with
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unauthorized use of university resources for personal financial gain.'®

These questionable actions and others reflect a state of significant tension
that often exists between TTO staff and research faculty, each having
unmet expectations of the other.

Some faculty researchers choose not to participate in the technology
transfer process because they distrust the process.!! They feel that the TTO
staff is incompetent when performance expectations are unmet,'? fear that
the TTO staff will ruin faculty’s established relationships with industry for
corporate-sponsored research,'® and feel that the TTO lacks the resources
to take care of their research results.'* In particular, untenured faculty may
feel that participating is too risky with respect to their chances of achieving

author); see Yong Cao et al., Institutional Structure and Incentives of Technology Transfer: Some New
Evidence from Chinese Universities, 4 J. TECH. MGMT. IN CHINA 67, 70 (2009); see Jim Heitner, CEO,
RoguelP, Kannan Grant, OTC Dir., UAHuntsville & David Huizenga, Partner, Arnall Golden Gregory,
LLP, Patent Leakage at the University: Presentation for Technology Transfer Tactics (Oct. 27, 2010);
see Robert E. Litan et al., The University as Innovator: Bumps in the Road, 23 ISSUES IN SCI. & TECH.
57,57 (2007).

10. See Daniel Golden, Why the Professor Went to Prison, BLOOMBERG (Nov. 1, 2012, 11:36
PM), https://www.bloomberg.com/news/articles/2012-11-01/why-the-professor-went-to-prison; see
Nick Wingfield, Reaching for Silicon Valley, N.Y. TIMES (Nov. 16, 2013), https:/www.nytimes.
com/2013/11/17/technology/reaching-for-silicon-valley.html; see Nick Wingfield, Former Georgia
Tech Engineering Professor Indicted on Racketeering Charges, N.Y. TIMES (Jan. 8, 2015, 4:32 PM),
https://archive.nytimes.com/bits.blogs.nytimes.com/2015/01/08/former-georgia-tech-engineering-
professor-indicted-on-racketeering-charges/.

11. See Michael D. Santoro & Patrick A. Saparito, Self-Interest Assumption and Relational
Trust in University-Industry Knowledge Transfers, 53 IEEE TRANSACTIONS ON ENG’G MGMT. 335,
336-37, 345 (2006); see Wesley Shrum et al., Trust, Conflict and Performance in Scientific
Collaborations, 31 SOC. STUD. SCI. 681, 705 (2001); see David Wright, Communication and Cultural
Change in University Technology Transfer, 43 J. TECH. WRITING & COMMC’N 79, 98 (2013).

12. See ALBERT N. LINK & DONALD S. SIEGEL, INNOVATION, ENTREPRENEURSHIP, AND
TECHNOLOGICAL CHANGE 132-33 (Oxford Univ. Press 2007); see Albert N. Link, Donald S. Siegel &
Barry Bozeman, An Empirical Analysis of the Propensity of Academics to Engage in Informal University
Technology Transfer, 16 INDUS. & CORP. CHANGE 641, 652 (2007); see Owen-Smith & Powell, supra
note 4, at 26-27; see Donald S. Siegel, David A. Waldman, Leanne E. Atwater & Albert N. Link,
Commercial Knowledge Transfers from Universities to Firms: Improving the Effectiveness of
University—Industry Collaboration, 14 J. HIGH TECH. MGMT. RSCH. 111, 121-22 (2003); see
Donald Siegel, David Waldman & Albert Link, Assessing the Impact of Organizational Practices on the
Productivity of University Technology Transfer Offices: An Exploratory Study 31 (Nat’l Bureau of Econ.
Rsch., Working Paper No. 7256, 1999); see Paul M. Swamidass & Venubabu Vulasa, Why University
Inventions Rarely Produce Income? Bottlenecks in University Technology Transfer, 34 J. TECH.
TRANSFER 343, 354-55 (2009); see Wright, supra note 11, at 84; see Mike Wright et al.,
Entrepreneurship and University Technology Transfer, 29 J. TECH. TRANSFER 235, 243 (2004).

13. See Bercovitz & Feldman, supra note 9, at 3, 19-21.

14. See Barbara Jorgensen, Out of the Lab and into the Market, EDN (Oct. 1, 2005), https://
www.edn.com/out-of-the-lab-and-into-the-market/; see Assessing the Impact of Organizational
Practices on the Productivity of University Technology Transfer Offices: An Exploratory Study, supra
note 12, at 7, 56-57; see Wright et al., supra note 12, 238-39.
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tenure and promotion.'> On the other hand, TTOs are charged with carrying
out the university’s mission related to the dispersion of faculty contributions
that can address important societal needs.'® They accomplish this through
the promotion of technology commercialization efforts, which results in
licensing revenues that reinforce the university’s research mission.!” Due
to the level of intense work that is characteristic of TTOs, the staff often
operates in triage mode, focusing their time primarily on administrative
tasks related to research administration and rarely intentionally reach out to
industry (e.g., marketing activities).!®> We propose that these suspicions and
actions can lead to a level of felt threat, doubt, and uncertainty experienced
by both faculty inventors and TTO staff, often resulting in a state of
individual insecurity. This Article explores this proposition through the
identification of sources of stress for both the TTO staff and faculty
inventors.

Insecurity is the state of feeling threatened or unsafe; it is a socially
originated basic anxiety.!® It reflects a state of felt distress based on some
perceived imbalance and is a function of an individual’s perceptions.?’ In
2002, Stockholm University psychology scholars Magnus Sverke, Johnny
Hellgren, and Katherina Naswall suggested that professionally, such
distress and tension can lead to a state of job insecurity.>! For instance,
job insecurity is a state of mind based on one’s perception of threat related
to potentially losing one’s job or a job-related opportunity. They define
job insecurity in terms of employees’ expectations regarding job
continuity, concern about future job permanence, and the perceived threat
associated with potential job continuity.”> In addition, employees
experiencing the same situation at work may encounter different degrees

15. See Link & Siegel, supra note 12, at 131; see An Empirical Analysis of the Propensity of
Academics to Engage in Informal University Technology Transfer, supra note 12, at 643-44.

16. See Amry et al., supra note 1, at 11.

17. See An Empirical Analysis of the Propensity of Academics to Engage in Informal University
Technology Transfer, supra note 12, at 643.

18 See generally Shelley Hesselton-Mangan, Time Management for the Research
Administrator, 13 RSCH. MGMT. REV. 3, 3-4 (James J. Casey, Jr. et al. eds., 2003) (explaining the
burdens on research administrators in universities); see Donald S. Siegel, David A. Waldman,
Leanne E. Atwater & Albert N. Link, Toward a Model of the Effective Transfer of Scientific
Knowledge from Academicians to Practitioners: Qualitative Evidence from the Commercialization of
University Technologies, 21 J. ENG’G & TECH. MGMT. 115, 133-34 (2004).

19. See A.H. Maslow, The Dynamics of Psychological Security—Insecurity, 10 J. PERSONALITY
331,334 (1942).

20. See id. at 343.

21. See Magnus Sverke et al., No Security: A Meta-Analysis and Review of Job Insecurity and
Its Consequences, 7 J. OCCUPATIONAL HEALTH PSYCH. 242, 242 (2002).

22. Seeid. at 243.
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of job insecurity because their perceptions and interpretations of the
workplace situation may differ.??

Relationship difficulties on the job have been associated with resistance
to change, job insecurity, work effort reduction, and the ultimate penchant
to leave the workplace.?* Thus, the study of sources of job insecurity and
examining ways to alleviate it are important, as insecurity is a relational
stress category. Finally, we conclude with a discussion of implications and
list recommendations for performance.”> When individuals are heavily
dependent on their jobs for their livelihood, they are more likely to express
defensive mindsets, which negatively impacts employees’ attitudes toward
the organization, employee retention, and employee factors within each
category and related theories that aid in our understanding of this
phenomenon.?® Following a description of these categories and theoretical
justification, we provide four brief case studies and an analysis of sixty-two
legal battles that exemplify the interface between the institutional and
relational stress and the strong reply to perceived threats.?” Lastly, we
recommend a Bayh-Dole amendment to 37 CFR § 401.16. Federal agency

23. Seeid.

24. See Leonard Greenhalgh & Zehava Rosenblatt, Job Insecurity: Toward Conceptual Clarity,
9 ACAD. MGMT. REV. 438, 443 (1984).

25. See Sverke et al., supra note 21, at 255-59.

26. See Greenhalgh & Rosenblatt, supra note 24, at 444-45.

27. Seeid. at 438. In 2016, the Duquesne Law Review published a special issue on intellectual
property and the university. See, e.g., Daniel R. Cahoy, Anthony M. Kwasnica & Luis A. Lopez, The
Role of Auctions in University Intellectual Property Transactions, 54 DUQ. L. REV. 53 (2016).
Therein, Penn State University Professor of Business Law, Daniel Cahoy, Florida State University
Economics Professor, Anthony Kwasnica, and University of Illinois Chicago Finance Professor, Luis
Lopez discussed the complexities and challenges of university technology transfers. See id. at 53.
They emphasize the importance of intellectual property rights in facilitating the commercialization of
university research. The authors highlight that universities often struggle to realize adequate licensing
revenues from their IP investments. See id. at 58. They propose that auctions could enhance the
efficiency of university IP transactions by aligning better with the unique nature of university-held
rights. They reviewed legal scholarship and case law impacting technology transfer suggesting that
legal structures and IP law significantly influence higher education policy and management. See id.
atnn.13, 37. Cahoy and Lopez argue for a more strategic approach to IP management to maximize
the benefits of university research for society. They conclude by recommending modifications to
auction structures to optimize their effectiveness in university IP transactions. See, e.g.,
Christopher S. Hayter, 4 Social Responsibility View of the ‘“Patent-Centric Linear Model” of
University Technology Transfer, 54 DUQ. L. REV. 7 (2016). Georgia Tech Public Policy Professor,
Christopher Hayter, critiqued the traditional patent-centric approach to technology transfer.
He argued that this model is socially irresponsible because it prioritizes maximizing licensing
revenues over-optimizing knowledge dissemination and commercialization. See id. at 10. Hayter
called for a shift towards practices that balance economic goals with broader social outcomes and
emphasized a need for universities to adopt more socially responsible technology transfer strategies
that enhance public welfare. See id. at 45. Hayter concluded by advocating for reforms that integrate
corporate social responsibility principles into university technology transfer processes. See id.
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reporting requirements need to change to mandate that universities report
litigation between inventors and universities.?® This serves to bring much
needed awareness to this issue and may result in improvements that may
reduce the number of these legal conflicts.

I.  STRESSORS

This Article posits two categories of stressors: institutional and
relational. Our purpose here is to provide a comprehensive picture of the
causes of insecurity within the TTO environment by considering the
specific stress for diminishing or eliminating this insecurity, and we
provide guidance for future research.

A. Institutional Stress

The category of institutional stress factors includes: (1) certain
university policies regarding tenure and promotion (hereinafter “T&P”);
(2) perceived and realized support to the faculty as evidenced by mission
statements, funding, royalty sharing policies, and other incentives and
rewards; and (3) compliance with legal obligations such as contractual
agreements.29

1. University Policy Regarding Tenure and Promotion

Within research universities that offer tenure, non-tenured faculty
researchers strive to earn tenure and attempt to protect themselves, along
with their department heads, in the process of achieving this goal. With
respect to university T&P policies, a primary issue is whether
participating in university technology transfer counts toward tenure. This
is important because non-tenured faculty have more high-level
consequential career decisions than tenured faculty, are highly impacted
by the opinion of tenured faculty, and have less voice in influencing
university choices.>?

Faculty researchers are evaluated, often annually, on their research,
teaching, and service performance. Faculty members may choose not to
participate in technology commercialization and not to work with their

28. See infra Conclusion.

29. See Assessing the Impact of Organizational Practices on the Productivity of University
Technology Transfer Olffices: An Exploratory Study, supra note 12, at 37.

30. See Michael S. McPherson & Morton Owen Schapiro, Tenure Issues in Higher Education,
13 J. ECON. PERSPS. 85, 93 (1999).
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TTO because basic scholarly work is advocated more and is ranked higher
in university T&P policies than contribution to commercialization
activity, often ranked as a service.3! Since within research universities,
faculty research findings and resulting publications count the most toward
tenure, faculty members guard and protect their research. Getting
involved with TTO staff has been deemed an act of delegation on the part
of faculty that is often perceived as losing an element of control.3?

2. Perceived and Realized Support to the Faculty

When university inventors can receive increased royalty income,
university licensing income is significantly increased.’* Royalties highly
vary among research universities and policies that restrict licensing often
impede faculty involvement in technology commercialization.?*
University TTO mission statements tend to emphasize licensing for
royalties, as well as intellectual property protection and management,
while downplaying the Bayh-Dole Act’s primary goal of promoting the
use of faculty inventions and making them publicly available.>

In 2016, University of Akron patent law scholar, Emily Michiko
Morris, examined the multifaceted impacts of the Bayh-Dole Act on
university patenting and technology transfer.’® She identified three primary
roles that university patenting can play: (1) promoting the development and
commercialization of university research, which was the original intent of
the Act; (2) potentially stifling innovation due to overly aggressive
patenting practices; and (3) serving as a tool for universities to generate
revenue.?’ Morris discussed the conditions under which each of these roles
is likely to emerge, highlighting the complexities and unintended
consequences of the Act.>® She argues that while the Bayh-Dole Act has

31. See Gideon D. Markman et al., Innovation Speed: Transferring University Technology to
Market, 34 RSCH. POL’Y 1058, 1063 (2005); see Albert N. Link, Frank T. Rothaermel & Donald S.
Siegel, University Technology Transfer: An Introduction to the Special Issue, 55 IEEE TRANSACTIONS
ON ENG’G MGMT. 5, 6 (2008).

32. See Sanjay Jain et al., Academics or Entrepreneurs? Investigating Role Identity Modification
of University Scientists Involved in Commercialization Activity, 38 RSCH. POL’Y 922, 932 (2009).

33. See Hamilton & Schumann, supra note 3, at 100.

34. See Markman et al., supra note 31, at 1059-60.

35. See generally Gideon D. Markman & Robert A. Baron, Person—Entrepreneurship Fit: Why
Some People Are More Successful as Entrepreneurs than Others, 13 HUM. RES. MGMT. REV. 281,
287 (2003) (“Others have suggested that entrepreneurial success and performance are a function of
achievement motivation . . . .”).

36. See Emily Michiko Morris, The Many Faces of Bayh-Dole, 54 DUQ. L. REV. 81, 82 (2016).

37. Seeid. at 84-85.

38. Seeid.
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successfully encouraged the commercialization of academic research, it has
also led to challenges such as increased litigation and the prioritization of
revenue generation over public good.>* The article calls for a more nuanced
understanding of the Act’s impacts and suggests that reforms may be
necessary to balance its benefits and drawbacks.*® Morris concludes by
advocating for policies that better align university patenting practices with
broader societal goals.*!

Some scholars have even argued for free open access to technologies
by universities.*> Moving in this direction would create a disincentive for
many faculty researchers with respect to disclosing their research
findings. While some ivory tower stalwarts fear that commercial
openness will have an adverse impact on long-term research and students’
education, others support open access.*’

Having mission statements that emphasize licensing has helped some
research universities gain the benefit of industry-sponsored research,
corporate donations, and alumni donations.** Thus, the promotion of
licensing revenues facilitates the university’s established credibility. In a
study of seven Irish university mission statements, researchers found that
they exclusively focused on two out of the eight 1987 Pearce and David
critical mission components that provide long-term legitimacy and
credibility, which specify their target customer and markets and identify
their principal products and services.*> The Pearce and David mission
components do not refer to incentivizing inventors or other creatives
within an organization.*

3. Legal Non-Compliance
Legal compliance is very important to university leaders. When

faculty inventors do not comply with the university’s legal obligations, it
results in significant consequences for universities and their leaders.

39. Seeid. at 83, 102-03.

40. See id. at 99-100.

41. See id. at 129-30.

42. See Hao Zhao & Scott E. Seibert, The Big Five Personality Dimensions and Entrepreneurial
Status: A Meta-Analytical Review, 91 J. APPLIED PSYCH. 259, 261 (2006); see also Morris, supra note
36, at 120-21. Morris states that university patents could go into open-source pools, collective rights
organizations, and R&D consortiums to make them more publicly available. See id.

43. See Mario Calderini et al., The Unequal Benefits of Academic Patenting for Science and
Engineering Research, 56 IEEE TRANSACTIONS ON ENG’G MGMT. 16, 17 (2009).

44. See Markman & Baron, supra note 35, at 284.

45. SeeJohn A. Pearce Il & Fred David, Corporate Mission Statements: The Bottom Line, 1 ACAD.
MGMT. EXEC. 109, 112 (1987).

46. See id. at 109.
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Contractual obligations include non-disclosure agreements, material
transfer agreements, and licensing agreements, as well as securing and
maintaining patent protection. In 2017, management and public policy
scholars, Maryann Feldman and Paige Clayton, described many cases
related to research professors being sued by their university over legal
non-compliance.*’ In 2002, Yale University sued Dr. John Fenn, a Nobel
Prize winner in chemistry, for commercializing a patent that he developed
with university resources.*® Yale won $1 million.#’ In 2009, the
University of Missouri sued chemical engineering professor, Dr. Galen
Suppes, in federal court for allegedly trying to keep the university from
getting its fair share of profits from his inventions.>

Importantly, when academic inventors choose not to participate in
university technology transfer, they are likely breaking university policies
and rules. In 2014, researchers found that, when individuals are led to
believe and expect that meeting high-performance goals will be easy, they
are more inclined to break rules and behave unethically.’! Thus, academic
inventors might break the rules and take a backdoor approach toward
licensing the technology for their inventions on their own if they expected
that significant technology commercialization performance would be
easy-but might be disappointed.’> Further, it appears that faculty
inventors may take inventions out the back door to avoid university
bureaucracy.>”

B. Relational Stress
Relational stress factors are sources of stress felt by faculty researchers

and TTO staff jointly and are more complex than the institutional stressors
described above. While either the faculty member or the TTO staff may be

47. See Maryann Feldman & Paige Clayton, The American Experience in University Technology
Transfer, in UNIV. TECH. TRANSFER: GLOBALIZAITON ACAD. INNOVATION 57 (Shiri M. Breznitz &
Henry Etzkowitz eds., 2017).

48. See ROSS DEVOL ET AL., CONCEPT TO COMMERCIALIZATION: THE BEST UNIVERSITIES FOR
TECHNOLOGY TRANSFER 8 (Milken Inst. ed., 2017).

49. Seeid.

50. See Alan Scher Zagier, Mo. Patent Fight Shows Perils of ‘Tech Transfer’,
BAKERSFIELDNOW (Feb. 7, 2009, 4:00 PM), https://bakersfieldnow.com/news/local/mo-patent-fight-
shows-perils-of-tech-transfer-11-17-2015.

51. See Celia Moore et al., Dangerous Expectations: Breaking Rules to Resolve Cognitive
Dissonance 2 (Harv. Bus. Sch., Working Paper No. 15-012, 2014).

52. See Gail A. Van Norman & Roi Eisenkot, Technology Transfer: From the Research Bench
to Commercialization, 2 JACC: BASIC TO TRANSLATIONAL SCI. 197, 198 (2017).

53. See University Technology Transfer: An Introduction to the Special Issue, supra note 31, at 6.
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the causal agent of stress, the nature of the stress impacts both.>* The
relational stress factors examined here include: 1) concerns about workload
allocation and time commitment; 2) intrusion into faculty interests and
opportunities; 3) TTO staff’s perceptions of faculty motivation to participate
with the TTO; 4) disagreements between TTO staff and faculty inventors;
and 5) faculty concerns about TTO competencies and reputation.>

1. Workload Allocation and Time Commitment

At many research universities, TTO staff work in an environment of
high demand, expectations, and significant stress.’® These offices operate
in crisis mode with deadlines, mounds of paperwork, pressure to produce,
budget restrictions, and bureaucracy.’’ This is particularly true of
universities with larger research volume.’® In general, with respect to
time management, research administrators along with the TTO staff are
responsible for inspiring faculty to submit invention disclosures,
bolstering the university’s research culture, gaining internal and external
buy-in to research activities, and training faculty and other personnel as
to research policies and procedures.’® They are primarily evaluated on
the amount of technology transfer realized.®® In a sense, an important
aspect of the TTO staff job is selling, where the staff is responsible for
convincing faculty to participate and convincing external entities to
pursue joint ventures with the university.®’  Thus, visibility and
accountability are quite high, making it a challenging and stressful

54. See Hamilton & Schumann, supra note 3, at 101.

55. Seeid. at 99-113.

56. SeeIrene Abrams et al., How Are U.S. Technology Transfer Offices Tasked and Motivated—
Is It All About the Money?, 17 RSCH. MGMT. REV. 1, 1 (2009).

57. See Hesselton-Mangan, supra note 18, at 3.

58. See Clovia Hamilton, Chinese Innovation and Global Integration-Theoretical Framework
of Perceived Insecurities in University Technology Transfer, in 11TH ANNUAL CONFERENCE OF THE
EUROMED ACADEMY OF BUSINESS 582, 587 (Demetris Vrontis et al. eds., 2018).

59. See Lynn E. Miner et al., Best—and Worst—Practices in Research Administration, 13
RSCH. MGMT. REV. 11, 15 (2003).

60. See Laura Schoppe, Key Metrics for Tech Transfer Offices (TTOS), FUENTEK, https://www.
fuentek.com/blog-post/key-metrics-for-techtransfer-offices-ttos/ (last visited Feb. 11, 2025).

61. See Birgit Helene Jevnaker & Bisrat Agegnehu Misganaw, Technology Transfer Offices and
the Formation of Academic Spin-Off Entrepreneurial Teams, 34 ENTREPRENEURSHIP & REG’L DEV.
977,991 (2022).
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environment.®> An exception is Fudan University, which uses outsiders

to assist with technology transfer rather than internal TTO staff.®3
Faculty often perceive participation in technology transfer in terms of
constraining their already valuable time. Indeed, pro-technology
commercialization cultures have been associated with some unwanted
consequences for faculty, such as the reduction in time devoted to
teaching.®* Forced or expected TTO participation, especially when it only
counts for service in annual and T&P evaluations, is often perceived as a
threat to overall research productivity.®> In the case of non-tenured faculty,
this participation is often discouraged by department heads and some senior
faculty, especially those not engaged with TTOs.%® This may create a
contradiction and source of stress for non-tenured faculty members as TTOs
seek their involvement while some senior faculty involved in TTOs reinforce
it, as does central administration. Faculty inventors who do participate are
required to have structural and contextual dexterity as they strive to split their
time between technology commercialization and their other roles. When
faculty choose not to participate, despite the important contributions that can
be promoted through the efforts of the TTO, the TTO staff feel a resultant
rejection of their process, a threat to the critical mass of faculty needed to

62. See Saeed Alzahrani, Entrepreneurial University: Faculty’s Previous Work Experience
Predicting the Perceptions of Inadequate Link with Industry, in R&D MANAGEMENT IN THE KNOWLEDGE
ERA 335,339 (Tugrul Daim et al. eds., 2019); see Lina Anatan, Conceptual Issues in University to Industry
Knowledge Transfer Studies: A Literature Review, 211 PROCEDIA — SOC. & BEHAV. ScIS. 711, 714-15
(2015); see Daniela Baglieri et al., University Technology Transfer Office Business Models: One Size Does
Not Fit All, 76-77 TECHNOVATION 51, 60 (2018); see Tiizin Baycan & Roger R. Stough, Bridging
Knowledge to Commercialization: The Good, the Bad, and the Challenging, 50 ANN. REG’L SCI. 367, 396
(2013); see Janet Bercovitz & Maryann Feldman, Entpreprenerial Universities and Technology Transfer:
A Conceptual Framework for Understanding Knowledge-Based Economic Development, 31 J. TECH.
TRANSFER 175, 181 (2006); see D. JANE BOWER, COMPANY AND CAMPUS PARTNERSHIP: SUPPORTING
TECHNOLOGY TRANSFER 146, 146 (1992); see Kyriakos Drivas et al., Instigating Entrepreneurship to a
University in an Adverse Entrepreneurial Landscape, 43 J. TECH. TRANSFER 966, 982 (2018); see Ayoub
Moustakbal & Jorge Niosi, Canadian Biotechnology University Spin-Offs: Actual Situation and Trends,
in 4 THE WORLD SCIENTIFIC REFERENCE ON ENTREPRENEURSHIP 187, 188 (Riccardo Fini & Rosa
Grimaldi eds., 2017); see Andreas Panagopoulos et al., University Technology Transfer and Agricultural
Science Entrepreneurial Education: A View from Inside, 10 J. KNOWLEDGE ECON. 1466, 1480 (2019);
see JOSEMARIA SIOTA, LINKED INNOVATION: COMMERCIALIZING DISCOVERIES AT RESEARCH CENTERS
61-62 (2018); see Jerry G. Thursby & Marie C. Thursby, Faculty Participation in Licensing: Implications
for Research, 40 RSCH. POL’Y 20, 20 (2011).

63. See Weiping Wu, Managing and Incentivizing Research Commercialization in Chinese
Universities, 35 J. TECH. TRANSFER 203, 216 (2010).

64. See Sigrid Sterckx, Patenting and Licensing of University Research: Promoting Innovation
or Undermining Academic Values?, 17 SCI. & ENG’G ETHICS 45, 52-53 (2011).

65. See Hamilton & Schumann, supra note 3, at 108.

66. Seeid. at 107.
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make the work of the TTO viable, and resultant stress from the belief that
they are not able to pursue the mission as required of them.

For an established faculty inventor, it is arguable whether the time
commitment concern is perceived or real. One study published in 2005
investigated how biomedical technology licensing impacted the research
conducted by university biomedical faculty.®’” On average per week, the
respondents reported having spent fifty-five hours total in clinical practice,
research, and teaching. Participants in the study reported an average of
seven published papers for the previous two years and active participation
in collaborative research groups.®® When the study respondents were
engaged in diagnostic work, drug discovery, and clinical testing, as
expected, they received more industry funding, successful patenting of
inventions, business-related activity, and licensing income.®® As this
increased funding resulted in more labor support, these study participants
were able to maintain their expected productivity while participating in
patenting and licensing.”® Thus, although there is some evidence that
engagement in technology transfer may not actually create a time
constraint for faculty, faculty may still act on the assumption that it does.

The issue of delays has been shown to be both perceptual and real.”!
Even if time constraint is perceptual, faculty perceive this involvement in
TTOs as adding stress to an already time-demanding career.”
Universities can increase their licensing revenues and form more
university spin-offs if they increase the speed at which TTOs
commercialize their patents. This speed depends on the level of
participation of faculty inventors.”> University inventors can help or
thwart technology licensing by decreasing or increasing the amount of
time technology licensing takes.”* Time delays can also pose real
problems that may hamper academic inventors’ willingness to be fully
engaged in university technology transfer processes and to work closely
with TTO staft.”®

TTO staff have admitted that industry representatives who sponsor
university research often ask researchers to delay publishing their research

67. See John P. Walsh et al., View firom the Bench: Patents and Material Transfers, 309 SCI.
2002, 2002 (2005).

68. See id.

69. See id.

70. See id.

71. See Bercovitz & Feldman, supra note 9, at 5.

72. See Hamilton & Schumann, supra note 3, at 109.

73. See Markman et al., supra note 31, at 1072.

74. Seeid. at 1072-73.

75. See Hamilton & Schumann, supra note 3, at 106.



(07) HAMILTON FINAL.DOCX (DO NOT DELETE) 11/3/25 8:19 AM

368 HOFSTRA LABOR & EMPLOYMENT LAW JOURNAL [Vol. 42:2

results.”® The delay is typically thirty to ninety days so that the industry
sponsor can review whether any publication of results will lead to the
publication of confidential information.”” The TTO staff typically ensures
that faculty researchers will be able to publish their findings thereafter.”®
With this said, it is interesting to note the findings from the sample of
biomedical inventors in the aforementioned 2005 study, which reported
nineteen percent received research funding from industry, twenty-two
percent submitted patent applications in the two-year period prior to the
study, and thirty-five percent had some business activity such as
intellectual property rights negotiations, business planning, product
marketing, or licensing income.” Only one percent of these biomedical
researchers stated that they suffered from a patent related project delay
greater than one month.®° None of the researchers stopped a project due
to the existence of related third-party patents.

2. Intrusion into Faculty Interests and Opportunities

Faculty are also concerned with intrusion into their research interests
and opportunities. Using survey data from the UK’s Engineering and
Physical Sciences Research Council (hereinafter the “EPSRC”) research
grant recipients between 1999 and 2003, investigators found that most
faculty researchers get involved with industry to further their research
rather than to commercialize research results.®' This study revealed that
the formation of university spin-off companies and patenting were
motivated only by commercialization and sponsored research contracts,
joint research, and consulting opportunities.®? The authors concluded that
technology transfer policies should not focus solely on the financial
incentives for industry engagement but rather on increasing engagement
between faculty researchers and industry representatives.®> Faculty
inventors appear to want to keep their autonomy and want their work with
industry to align with their chosen research activity.®* Thus, the

76. See Andrea L. Foster, Who Should Own Science?, CHRON. OF HIGHER EDUC. (Oct. 1, 2004),
https://www.chronicle.com/article/who-should-own-science/.

77. Seeid.

78. Seeid.

79. See Walsh et al., supra note 67.

80. Seeid.

81. See Pablo D’Este & Markus Perkmann, Why Do Academics Engage with Industry? The
Entrepreneurial University and Individual Motivations, 36 J. TECH. TRANSFER 316, 332 (2011).

82. Seeid. at331.

83. Seeid. at 333.

84. See id. at 332.
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involvement of the TTO staff in discussions with industry may be viewed
as a loss of faculty autonomy and a threat to maintaining compatibility
between faculty research objectives versus industry objectives promoted
through the TTOs.

In a study of Danish life science researchers, it was reported that a
significant number of participants were skeptical about how patenting
university-owned inventions would impact their research.®® While
applied researchers appear to care less than basic researchers, there is fear
among basic researchers that patenting might get in the way of their
research choices.®

When academic scientists engage in technology commercialization,
they tend to become more insular with respect to who they decide to
collaborate with. They also become more focused and committed to their
chosen line of research. A 2011 study within the field of cancer epigenetics
tracked the relationships of co-authors and research diversity across
fifty-two academic scientists’ publication records in order to determine
whether patenting resulted in changes in co-authoring and publication
diversity.?” For those inventors moderately or frequently engaged in
patenting activity, the results revealed a negative relationship between
applying for a patent and measures of diverse scientific research and
collaboration.?®  On the other hand, for those who participated less
frequently, patenting was associated with significant increases in scientific
collaboration and diversity.®® This research revealed that patenting:
(1) does not necessarily bolster publication output; (2) influences research
direction and choices about whom to work with and what to work on; and
(3) undermines knowledge use and knowledge translation. Such findings
are discouraging and reveal why academic inventors may not be interested
in participating in university technology transfer.”°

With respect to research administration, some of the challenges
include faculty fear of the unknown in that they do not know what will
result from their engagement in technology transfer. More importantly,
faculty question what benefit they will receive. Stated concerns include
not understanding why a new focus on technology commercialization is
needed, lack of confidence in leaders, and general mistrust.’! Faculty

85. See Lee Davis et al., Scientists’ Perspectives Concerning the Effects of University Patenting
on the Conduct of Academic Research in the Life Sciences, 36 J. TECH. TRANSFER 14, 14 (2011).

86. See id.; see D’Este & Perkmann, supra note 81.

87. See Matthew Herder, Choice Patents, 52 IDEA-INTELL. PROP. L. REV. 309, 373,375 (2012).

88. Seeid.

89. Seeid.

90. See id.

91. See Miner et al., supra note 59.
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researchers question why administrators want them to do more when they
may already perceive their workload to be extreme.”> Beyond
ascertaining federal dollars through grants, if the research faculty do not
participate in university technology commercialization, the result is a lack
of university-owned inventions to license, as well as potential licensing of
patented inventions.”> This may, in turn, directly impact university
funding for research and TTO staff performance evaluations.

3. Faculty Motivation and Attitudes

The TTO staff relies heavily on faculty researcher participation,
including submissions of invention disclosures, entrance to potential
corporate licensees, start-up or spin-off business formation, technical
advice, working with outside patent counsel during the patent prosecution
process, and marketing to industry.”* Faculty researchers can help or
thwart technology licensing by decreasing or increasing the amount of time
technology licensing takes.”> The TTO staff is typically managed by
the vice president of research or some other university administrator.”®
These individuals are evaluated in part on the merits of whether they are
successful in soliciting, protecting, and licensing university-owned
inventions.®” In turn, TTO staff are under pressure to perform well, garner
licensing income, and contribute to regional economic development with
the formation of start-up and university spin-off businesses and subsequent
job creation.’® Tt is a tall order, and their career success is dependent on
the faculty inventors’ participation. Thus, the lack of faculty motivation to
participate with TTOs becomes a significant source of job stress for the
TTO staff. TTO directors listed faculty indifference and ideological
resistance as impediments to securing discoveries from faculty inventors.”
It is also worth noting that collaboration between university and industry
scientists advances university patenting more than the amount of industry
funding for research.!%? Perhaps, faculty inventors’ attitudes towards their

92. Seeid.

93. See Thursby & Thursby, supra note 2.

94. See Markman et al., supra note 31.

95. Seeid.

96. See Bruce Wheaton, Managing a Medium-Sized Technology Transfer Olffice, in 2 AUTM
TECH TRANSFER PRACTICE MANUAL (2006).

97. Seeid.

98. Seeid.

99. Markman et al., supra note 31.

100. See Yonghong Wu et al., Commercialization of University Inventions: Individual and

Institutional Factors Affecting Licensing of University Patents, 36-37 TECHNOVATION 12,21 (2015).
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universities commercializing their inventions, as well as their participation
in the process, might have more influence on the success of university
technology licensing than the assistance provided by university TTOs.!°!

Thus, in the case where a faculty member has an invention with
significant potential for technology transfer and selects not to participate,
this decision creates a potential stress for the faculty member as well,
especially if they are refusing to participate in a university mission-critical
activity. Faculty may feel the pressure from administrators, negative
scores on their annual evaluation, and the potential effect on their tenure
and promotion decisions.

4. Disagreements Between TTO Staff and Faculty Inventors

One disagreement that exists between the TTO staff and faculty
researchers regards the quality of inventions that result from faculty
research.'®? Licensed inventions are typically lab-scale prototypes of
very early-stage technologies that require their faculty inventors’
assistance in further development.'® The universities may get sponsored
faculty research in lieu of a license.!®* TTO directors listed poor faculty
discoveries as an impediment to securing invention disclosures from
faculty inventors.'®  After studying academic inventors in the UK,
researchers found that the quality of a faculty researcher’s very first
invention is the best predictor of faculty members’ future participation in
the technology transfer process.!’® They suggested that those researchers
who experienced failure may have found patenting to be too costly and
unrewarding, thus abstaining from further participation.'?’

There are also disagreements between the TTO staff and faculty
researchers related to technology transfer performance expectations. A
1995 factor analysis of university technology transfer at one large
university revealed that most of the metrics associated with measuring
technology commercialization push efforts were captured by a single

101. See Litan et al., supra note 9, at 61.

102. See generally Annelore Huyghe et al., Are Researchers Deliberately Bypassing the
Technology Transfer Office? An Analysis of TTO Awareness, 47 SMALL BUS. ECON. 589, 603 (2016)
(examining the reasons behind the lack of engagement between TTO staff and faculty researchers).

103. See Frequently Asked Questions: Inventors, STAN. OFF. OF TECH. LICENSING,
https://otl.stanford.edu/researchers/frequently-asked-questions-inventors (last visited Feb. 8, 2025).

104. See Thursby & Thursby, supra note 2, at 163.

105. See Markman et al., supra note 31, at 1067.

106. See Cornelia Lawson & Valerio Sterzi, The Role of Early-Career Factors in the Formation
of Serial Academic Inventors, 41 SCI. & PUB. POL’Y 464,474 (2014).

107. See id.
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factor, while most of the pull strategies were captured by two factors.!%®

The push factor included proactive means such as publishing papers,
technical presentations, responding to industry requests for help, and
making site visits. The first of the pull factors included metrics of
commercialization success.'” The second was benefits that included
measures of satisfaction regarding industry needs such as solving their
technical problems, reducing costs, improving their productivity, and
satisfying their consumers.!'°

Similarly, in a 2006 model for university technology transfer,
researchers noted that the first step is to identify types of industry needs.'!!
Indeed, teams with high social awareness understood their beneficiaries’
wants and needs and achieved the highest levels of performance.!'? Inherit
in this beneficiary technology transfer relationship is the imperative that
faculty researchers be actively involved in the process.!'> Nonetheless,
from this relationship and others noted above, there is significant
disagreement in both expectations and process.!'* This disagreement poses
a significant source of tension.

5. Concerns About TTO Competencies and Reputation

University faculty researchers have voiced significant concerns
about the TTO staff competence in their ability to manage the disclosed
inventions, including obtaining patent protection'!® and communicating
effectively with industry representations regarding licensing

108. See Mary S. Spann et al., Measures of Technology Transfer Effectiveness: Key Dimensions
and Differences in Their Use by Sponsors, Developers and Adopters, 42 IEEE TRANSACTIONS ON
ENG’G MGMT. 19, 24 (1995).

109. See id.

110. See id. at 25.

111. See Tony Gorschek et al., 4 Model for Technology Transfer in Practice, 23 IEEE COMPUT.
Soc’y 88, 88 (2006).

112. See Jia Hu & Robert C. Liden, Making a Difference in the Teamwork: Linking Team
Prosocial Motivation to Team Processes and Effectiveness, 58 ACAD. MGMT. J. 1102, 1105 (2015).

113. See Gorschek et al., supra note 111, at 88-89.

114. See generally id. (discussing the success factors necessary for an effective relationship
between TTO staff and researchers).

115. See An empirical Analysis of the Propensity of Academics to Engage in Informal University
Technology Transfer, supra note 12, at 644; see Owen-Smith & Powell, supra note 4, at 17; see
Commercial Knowledge Transfers from Universities to Firms: Improving the Effectiveness of
University—Industry Collaboration, supra note 12, at 124; see Assessing the Impact of Organizational
Practices on the Productivity of University Technology Transfer Offices: An Exploratory Study, supra
note 12, at 29; see Swamidass & Vulasa, supra note 12, at 350; see Wright, supra note 11, at 84-85;
see Wright et al., supra note 12, at 240.
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opportunities.''® TTO staff members have multiple responsibilities that
include the need for social and communication skills, the ability to get
buy-in support, finding industry champions for their patent portfolios,
networking with industry partners, and managing faculty industry
relations well.''” Lack of experience for new staff in TTOs is likely to
result in a lack of confidence on the part of faculty researchers. This can
be eliminated through gained experience, training, and knowledge.

Due to budgetary shortages, with respect to processing speed, the
TTO staff may lack experience and competence.!'® With a lack of
experience and competence, some TTO staff have a difficult time
negotiating licensing deals with industry, with speed in closing these deals
being critical.''® TTO staff competence and full time equivalent staffing
have both been empirically studied. In a 2009 survey of ninety-one TTOs
regarding the average educational qualification and size of TTO non-legal
and technical staff, scholars from the Auburn University Center of
Technology Management found that thirteen percent of staff had a B.S.,
twenty-one percent had a M.S., thirty-three percent had either an MBA or
PhD, and seventy-one percent had at least eight years of experience.!?°
Despite the fact that thirty-three percent of staff members have MBAs,
these researchers note that some academic inventors do not see the value
of university technology transfer since there is evidence that TTOs are
often either too narrowly focused on a small set of technical areas or too
focused on the legal aspects of licensing, with the marketing aspects too
often given short shrift.!?! Marketing expertise among TTO staff is often
inadequate, and more often, most of the TTOs do not have personnel who
are skilled in marketing. Indeed, the study cited above found seventy-
seven percent of TTOs had three staff members or less.'>?> TTO staff do
tend to have expertise in patent law, IP licensing, or technical expertise.!??

Although faculty members are concerned about TTO staff
reputations, scholars found that the effectiveness of TTOs did not

116. See Bercovitz & Feldman, supra note 9, at 5.

117. See Gorschek et al., supra note 111, at 94; see Claes Wohlin et al., The Success Factors
Powering Industry-Academia Collaboration, 29 IEEE SOFTWARE 67, 69 (2012).

118. See Commercial Knowledge Transfers from Universities to Firms: Improving the
Effectiveness of University—Industry Collaboration, supra note 12, at 125; see Swamidass & Vulasa,
supra note 12, at 359-60.

119. See Virginia Gewin, The Technology Trap, 437 NATURE 948, 948 (2005); see David B.
Lerner & Andres Soto, Funding for University Startups, in 4 AUTM TECH TRANSFER PRACTICE
MANUAL 1, 10 (2010).

120. See Swamidass & Vulasa, supra note 12, at 352.

121. See id.

122, See id.

123, See id.
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significantly impact university patent licensing success.'?* Using the 2010
National Survey on Intellectual Property in Academic Science and
Engineering, in which thousands of university inventors were surveyed
about their patents, investigators found that licensing success depended on
factors such as the inventors’ attitude about technology
commercialization.'>> While efforts made by TTO staff to increase
awareness and to simplify bureacratic processes encouraged more
invention disclosures and subsequent applications for patents, these efforts
did not influence technology licensing because licensing requires the
ability to understand and react to commercial business opportunities,
industry’s interests, and market changes.'?

Thus, licensing success depends on the inventors’ attitude about
technology commercialization and the TTO staff’s ability to understand
and react to business opportunities and monitor and respond to industry’s
interests and the consumer market. The problem is that there is evidence
that there are TTO staff members who do not have the educational or
experiential competence to be able to meet this challenge.!?” When the
TTO staff are unable to address these needs, they are deemed to have a
bad reputation among faculty.'?®

TTO management are mindful of faculty complaints, compliments,
and faculty satisfaction. Strong service to faculty leads to better and more
technology commercialization deals.!?® Thus, faculty willingness to
engage in the university technology transfer process depends strongly on
their previous service experience with the TTO staff and what they hear
from their peers with respect to service.'>* TTOs have guidance in how
to hire the right customer service representatives in their trade manual
published by the Association of University Technology Managers
(hereinafter the “AUTM”).13!  Skills such as great communication,
negotiation, creativity, facilitation, multitasking, diplomacy, technical
expertise, and teamwork are advocated.

124. See Yonghong Wu et al., supra note 100, at 12, 18.

125. See id. at 12-13.

126. See id. at 15-16.

127. See Susana Borras et al., Technology Transfer Offices in the Diffusion of Transformative
Innovation: Rethinking Roles, Resources, and Capabilities, 200 TECH. FORECASTING & SOC. CHANGE
1, 3 (2024).

128. See Assessing the Impact of Organizational Practices on the Productivity of University
Technology Transfer Offices: An Exploratory Study, supra note 12; see Wright, supra note 11.

129. See Patricia Weeks, Strategies for Managing Internal and External Constituencies, in 2
AUTM TECH TRANSFER PRACTICE MANUAL (2006).

130. Seeid.

131. See Abrams et al., supra note 56, at 8.
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In interviews with twenty tenured faculty researchers, it was
discovered that if faculty perceive the TTO as adequate—and thus not
requiring too much of their time and effort—then they are more likely to
participate and to view their participation as delegating their technology
transfer activity to the TTO.'3? Simplified technology transfer processes
help perceptions of the TTO. Furthermore, service quality is directly
linked to researchers being able to attract and get future industry-
sponsored research.'®3 In a study of TTO staff and faculty in Australia,
“comments on research commercialization and technology transfer
performance . . . tended to show greater confidence in potential and
achieved community benefit.”!3*

Interestingly, less than half of the TTO staff felt that their universities
managed technology commercialization effectively.'*® Two problem
arcas were the lack of financial support for technology and
commercialization and the lack of an entrepreneurial culture.!3® With
respect to the lack of funds for technology transfer, a study of TTO
directors revealed that 20.3% of the research universities’ TTOs have to
be self-funded at least fifty percent of their operating budgets.'3’

C. Interface Between the Two Stress Factor Categories

The individual factors with the institutional and relational categories
have the potential to interface, as discussed in four example cases
below.'*® This is followed by a discussion of our systematic literature
review, which revealed sixty-two cases between 1981 and 2021.'3°

First, there was a very public example involving Dr. Nancy Olivieri
of the University of Toronto, who was caught in a heated dispute with an
industry sponsor of her clinical trials at the Hospital for Sick Children. !4
In 1995, Olivieri discovered that the trial for her drug discovery was

132, See Jain et al., supra note 32, at 924-29.

133. See Hesselton-Mangan, supra note 18.

134. See John Yencken et al., Australia's Strengths and Weaknesses in Technology Transfer and
R&D Exploitation: GEM Survey ‘Experts’ Views Compared with Public Policy and Other Published
Data, SWINBURNE UNIV. OF TECH. (Gillin L. Murray et al. eds., 2004).

135. See id.

136. See id.

137. See Abrams et al., supra note 56, at 2.

138.  See supra pp. 27-30.

139.  See supra pp. 30-36.

140. See Olivieri, supra note 6; see Adrian Viens & Julian Savulescu, Introduction to the Olivieri
Symposium, 30 J. MED. ETHICS 1 (2004).
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placing patients at risk, and she wanted to publish her findings.'#!
However, the sponsoring company urged her to remain silent and to not
violate a non-disclosure agreement that she signed.'*?> Olivieri was
dismissed for violating the non-disclosure agreement when she published
her findings.!** Moreover, she was labeled a whistleblower.'** Legal
action was threatened, and the Canadian Association of University
Teachers found that the University of Toronto did not do enough to protect
her academic freedom.!* Olivieri was reinstated.!*® She has subsequently
argued that the politics that drive university technology commercialization
has the potential to deregulate drug approval procedures, which threatens
the public good.!#” In fact, the president of her university lobbied on behalf
of the company for changes to proposed drug patent regulations that were
adverse to the drug company’s self-interests.'*®

Here, the institutional stress factors involve protecting the University
of Toronto’s relationship with an industry sponsor and its legal obligation
to adhere to the non-disclosure agreement.'#’ Threats to protecting its
relationship with the industry sponsor and a threat to compliance with the
legal agreement are sources of distress.!>® Within the relationship with
the TTO, Dr. Olivieri felt that the stress was related to her desire to publish
her research findings and to exercise and protect her academic freedom.!>!
The TTO staff stressors are related to their desire to protect their licensing
deal and increase royalty income, which is their job.!3> The relational
stress factor is the disagreement between Dr. Olivieri, institutional
leaders, and TTO staff.'3

Another example involved the renowned cancer researcher, Dr. Bob
Pettit of Arizona State University.'>* Pettit challenged the university’s
technology commercialization policies, with subsequent backlash.!>> He
disagreed with how his university was being managed (i.e., more like a

141. See Olivieri, supra note 6, at 30, 33; see Viens & Savulescu, supra note 140, at 4-5.
142.  See Olivieri, supra note 6, at 32; see Viens & Savulescu, supra note 140, at 2.
143.  See Olivieri, supra note 6, at 30; see Viens & Savulescu, supra note 140, at 3.
144. See Viens & Savulescu, supra note 140, at 6.

145. Seeid. at5.

146. See Olivieri, supra note 6, at 35; see Viens & Savulescu, supra note 140, at 5.
147. See Olivieri, supra note 6, at 29.

148. See id. at 34; see Viens & Savulescu, supra note 140, at 6.

149. See Viens & Savulescu, supra note 140, at 5-6.

150. Seeid.

151. Seeid. at6.

152.  See Gewin, supra note 119, at 948; see Lerner & Soto, supra note 119, at 9-11.
153. See Viens & Savulescu, supra note 140, at 6.

154. See Irwin, supra note 7, at 1, 6-7.

155. Seeid at2,7.
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corporation than a university), was very vocal about inventor rights, and
filed whistleblower complaints. Shortly after, he lost his cancer research
lab.13¢  Pettit accused the TTO staff of gross mismanagement, wasting
funds, and abuse of authority.!3” The staff accused him of going “out of his
way to make licensing agreements difficult.”!>® The TTO policy was to
share revenues with inventors and their labs on licensing deals but not
sublicensing deals.'”®  His university licensed the patent at issue
to OxiGene, who, in turn, sublicensed it to Bristol-Myers Squibb for
$70 million.'® When Pettit did not follow a university protocol to first
notify the vice president of research over a material transfer agreement and
patenting dispute, he was demoted to teach introductory chemistry.'®!

Here, any non-compliance with the institutional sharing policy and
the university’s desire for legal compliance are institutional stress
factors.!®>  The power dominance theory comes into play here.'®
Dr. Pettit’s individual stress factors include his felt powerlessness and loss
of control.'® 1In addition, the personality theory comes into play as job
insecurity yields a strong reaction in people who believe in their workplace
and work.'® Worker resistance theory also applies here.!%® The individual
TTO staff person’s stress factors relate to their perception that Dr. Pettit
went out of his way to make licensing difficult.'®” This is related to their
perception that he lacked the motivation to cooperate with their efforts.!®
As with Dr. Olivieri’s case, the relational stress factor is the disagreement
between Dr. Pettit and the TTO staff.'® The disagreement is a source
of stress.!7?

Another case is Dr. John Buse, who was a specialist in diabetic
medicine at the University of North Carolina.!”! When he argued that

156. Seeid. at2,7-9.

157. Seeid. at7.

158. Seeid. at 6.

159. Seeid.

160. See Irwin, supra note 7.

161. Seeid.

162. Seeid.

163. See supra Part I.A.

164. See Irwin, supra note 7.

165. Seeid.

166. See infra Part I1.B.

167. See Irwin, supra note 7.

168. Seeid.

169. Seeid.

170. See supra Part 1.B.

171. See AM. ASS’N OF UNIV. PROFESSORS, RECOMMENDED PRINCIPLES TO GUIDE ACADEMY-
INDUSTRY RELATIONSHIPS 88-89 (2014).
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GlaxoSmithKline’s (hereinafter “GSK”) drug Avandia might cause
cardiovascular problems, the United States Senate Committee on Finance
investigated how GSK actively tried to intimidate university physicians
like Dr. Buse. GSK representatives contacted Dr. Buse’s superiors, which
had a chilling effect on their professional activity.!”?

A final example, which was a very public dispute, was between
Professor Doris Taylor and the University of Minnesota.'’>  Her
university’s TTO helped her found a spin-off business and hire a CEO.!74
But the professor clashed with the CEO and was allegedly, when she asked
about finances and the business’ direction, removed from the spin-off
company’s board.'”> The university held a 28.6% equity interest in the
company and a board member position.!”® The board voted to fire her from
the firm.!”” Taylor stated that she was given a phone call with the news.!”®

Here, the institutional stress factor is the university’s policies to take an
equity interest in Dr. Taylor’s spin-off company and to get involved in hiring
a CEO for that company.'” Dr. Taylor’s individual stress factor is her
perceived loss of control over her firm and choice of CEO.'®® The power
dominance and personality theories apply.'®! The individual TTO staff
person’s stress factors are threats to their ability to license the technology
and earn licensing royalties, which is their charge.'®? Again, the relational
source of stress is the disagreement between all of these players.

A systematic literature review was conducted to search for more of
these types of disputes.!®? In this systematic review, a comprehensive list
of phenomenon-specific search keywords was created.!®* Keywords were
selected using the Cochrane Collaboration recommended strategy in

172. See id. at 89.

173. See U'’s Star Scientist Ousted from Co. She Founded, TWIN CITIES BUS. (Apr. 22, 2011),
https://tcbmag.com/us-star-scientist-ousted-from-co-she-founded/.

174. See id.

175. See id.

176. See id.

177. See id.

178. See id.

179. See U'’s Star Scientist Ousted from Co. She Founded, supra note 173.

180. See id.

181. See Sheri L. Johnson et al., The Dominance Behavioral System and Psychopathology:
Evidence from Self-Report, Observational, and Biological Studies, 138 PSYCH. BULL. 692, 699-700
(2012).

182. See Patrick Doran et al., When Royalties Impede Technology Transfer, J. TECH. TRANSFER
(May 13, 2024), https://link.springer.com/article/10.1007/s10961-024-10095-5.

183. See JACQUELINE CHANDLER ET AL., COCHRANE HANDBOOK FOR SYSTEMATIC REVIEWS OF
INTERVENTIONS 3-4 (2d ed. 2019).

184. See id. at 515.
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medical research, known as PICO.!*> In PICO, research questions are
broken down into concepts which include the research Population,
medical Interventions, Comparisons, and research Outcomes.'®® The
benefit of using the PICO strategy is to ensure a well-formulated research
question.'%’

In addition, the Cochrane Collaboration recommends that well-
formulated research questions in biomedical systematic reviews describe
the medical exposure or intervention, outcome, setting, and population. '3
The setting and population in the following research questions for this
study are the university TTOs and their staff interactions with faculty
researchers. Our questions were simply: What legal battles have occurred
between universities and faculty researchers related to intellectual
property rights?; Who was the plaintiff?; Was the issue a university IP
policy violation, IP infringement, or IP piracy?; and What types of
technology are in dispute?

Sixty-two of the legal battles over the course of forty years between
1981 and 2021 are listed as Table 1 in the Appendix. The exact number
of cases is difficult to ascertain because a number of these get settled out
of court. Since litigation is bad for a university’s reputation,'® many
cases get settled out of court, or perhaps there is a lack of transparency.
This makes the legal battles difficult to find. Further, when searching for
cases with keywords, a U.S. public institution may sue under their state’s
name rather than the university’s name. Searches for professors reveal
cases where professors are serving as expert witnesses. Thus, developing
a search strategy was challenging.

Searches were conducted in databases, such as: Justia; Web of Science;
Scopus; Business Source Complete; JSTOR; EBSCO Academic Search;
Social Science Research Network, Google Scholar; and Google. The
database search for legal cases was augmented with hand searching that
included the reference list of each study. This is called snowballing.!°
Grey literature, including university technology transfer news feeds, was
also searched. Grey literature is particularly important with university

185. See id. at 33,229-30

186. See Evidence Based Medicine, MED. COLL. OF WIS., https://mcw.libguides.com/EBM/PICO
(last visited Feb. 5, 2025).

187. See CHANDLER, supra note 183, at 13-14, 79.

188. Seeid. at 362, 441; see Michelle Pollock et al., Chapter V: Overviews of Reviews, COCHRANE
TRAINING, https:/training.cochrane.org/handbook/current/chapter-v (last visited Feb. 5, 2025).

189. See Rebecca Swartz et al., Between a Rock and a Hard Place: Dilemmas Regarding the
Purpose of Public Universities in South Africa, 77 HIGHER EDUC. 567, 580 (2019).

190. See Systematic Reviews: Snowballing, UNIV. OF CAMBRIDGE, https://libguides.cam.ac.uk/
systematic-reviews/snowballing (last visited Feb. 5, 2025).
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technology transfer because this is such a niche specialty profession.!®!

This electronic search was evaluated against Margaret Sampson’s team of
Canadian health scholars’ seven key criteria for assessing search quality:
“(1) accurate translation of the research question into search concepts;
(2) correct choice of Boolean operators; (3) accurate line numbers and
absence of spelling errors; (4) an appropriate text word search; (5) inclusion
of relevant subject headings; (6) correct use of limits and filters; and
(7) search strategy adaptations.”'? Further, personal contacts in the
university technology transfer were used to help identify and find additional
empirical studies that should be included in the data. This thorough
methodology is required in comprehensive systematic reviews.

University technology transfer legal battles have been studied.!** All
of these included litigation between universities and large corporations.!**
We focused on disputes between faculty and their university employers.
In 2008, inventor Dr. Renee Kaswan collected twenty-two relevant cases;
presented them at the Association of University Technology Management
Annual Conference in 2010; and they were published online by the IP
Advocate Foundation in a discussion forum. Dr. Kaswan relied on the
Stanford Intellectual Property Litigation Clearinghouse.!”® There were
twelve relevant cases in Maria Baker’s 2011 University of lowa education
policy doctoral dissertation.'® In 2017, management and public policy
scholars, Maryann Feldman and Paige Clayton, relied heavily on the
Chronicle of Higher Education, and their list included eleven relevant

191. See Arsenio Paez, Gray Literature: An Important Resource in Systematic Reviews, WILEY
ONLINE LIBR. (Aug. 31, 2017) https://onlinelibrary.wiley.com/doi/10.1111/jebm.12266.

192. See Margaret Sampson et al, PRESS: Peer Review of Electronic Search Strategies,
CANADIAN AGENCY FOR DRUGS & TECHS. HEALTH 98-99 (2008); see Jessie McGowan et al., PRESS
Peer Review of Electronic Search Strategies: 2015 Guideline Statement, 75 J. CLINICAL
EPIDEMIOLOGY 40, 43 (2016).

193. See Maria Teresita Barker, Patent Litigation Involving Colleges and Universities: An
Analysis of Cases from 1980 — 2009 (July 2011) (Ph.D. Thesis, University of lowa) (on file with
author); see Feldman & Clayton, supra note 47; see Christopher M. Holman, Learning from
Litigation: What Can Lawsuits Teach Us About the Role of Human Gene Patents in Research and
Innovation?, 18 KAN. J.L. & PUB. POL’Y 215, 257-58 (2009); see Notable IP Disputes About Student
and Faculty Inventions, IP ADVOCATE.ORG, ipadvocatefoundation.org/forum/dispute-64034.cfm
(last visited Feb. 6, 2025); see Jacob H. Rooksby, Innovation and Litigation: Tensions Between
Universities and Patents and How to Fix Them, 15 YALE J.L. & TECH. 312, 316 (2013); see Sean B.
Seymore, My Patent, Your Patent, or Our Patent? Inventorship Disputes Within Academic Research
Groups, 16 ALB. L.J. SCI & TECH. 125 (2006).

194. See Grazia Sveva Ascione et al., Universities Involvement in Patent Litigation: An Analysis
of the Characteristics of US Litigated Patents, 127 SCIENTOMETRICS 6856, 6873 (2022); see Patent
Litigation Increasingly Pursued by Universities, PETERSON WATTS L. GRP. LLP (Oct. 8, 2015),
https://www.petersonwatts.com/blog/patent-litigation-increasingly-pursued-by-universities/.

195. See Notable IP Disputes About Student and Faculty Inventions, supra note 193.

196. See Barker, supra note 193.
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court cases.'”” After including our additional cases, overall, we identified
sixty-two legal battles between universities and faculty inventors.'?®

Figure 1 reveals how the cases began right after the Bayh-Dole Act
was passed in 1980. The rise in cases in the early 2000s coincides with
the high-profile patent infringement 2002 Madey v. Duke University
case.!” Although the number of cases has subsided since 2008, there
have consistently been legal cases filed between faculty and universities
over patent-related issues.”®® This is in alignment with scholar Emily
Michiko Morris’ argument that, while the Bayh-Dole Act has successfully
encouraged the commercialization of academic research, it has also led to
challenges such as increased litigation.?°!

University / Faculty
Technology Transfer
Legal Battles
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Figure 1. University / Faculty Technology Transfer
Legal Battles from 1981 to 2021

Figure 2 shows that most of the legal issues are IP policy

violations.??>  This is followed by infringement and inventorship

issues.”®3 Figure 3 illustrates that biotech and electronics are the leading

197. See Feldman & Clayton, supra note 47.

198. Seeid.

199. See Madey v. Duke Univ., 307 F.3d 1351, 1352 (2d Cir. 2002).

200. See Cary Nelson et al., Defending the Freedom to Innovate: Faculty Intellectual Property
Rights  after Stanford v. Roche, AM. ASS’N UNIV. PROFESSORS (June 2014),
https://www.aaup.org/report/defending-freedom-innovate-faculty-intellectual-property-rights-after-
stanford-v-roche-0.

201. See Morris, supra note 36, at 82.

202. See infra Figure 2.

203. Seeid.
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types of inventions involved in these disputes.?** Figure 4 shows that
universities outpace faculty in filing lawsuits as plaintiffs.2??

Types of IP Issues in
University Technology Transfer Legal Battles

other [N
ip infringement GGG
ip inventorship NG
ip open source plea W
ip policy violation GG
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Figure 2. Types of IP Issues in
University Technology Transfer Legal Battles

Types of Inventions
in University Technology Transfer Legal
Battles
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Figure 3. Types of Inventions in University Technology Transfer Legal
Battles

204. See infra Figure 3.
205. See infra Figure 4.
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Figure 4. Types of Plaintiff in University Technology Transfer Legal
Battles

II. THEORETICAL JUSTIFICATIONS

Besides the power dominance and personality theories, four
additional theories seem appropriate to consider as we examine tension
and resulting actions among TTO staff and faculty inventors.”’® These
include social exchange and agency theories, worker resistance theory,
and attribution theory.?’

A. Social Exchange Theory and Agency Theory

Trust facilitates social exchange transactions.?”® TTO staff and
faculty inventors can be viewed as having a “principal-agent”
relationship; the former are agents and the latter are principals.?®’
Research related to trust in social exchange and the principal-agent

206. See infra Part 11.A-C.

207. See id.

208. See Kathryn M. Bartol & Abhishek Srivastava, Encouraging Knowledge Sharing: The Role
of Organizational Reward Systems, 9 J. LEADERSHIP & ORG. STUD. 64 (2002).

209. See Ellen M. Whitener et al., Managers as Initiators of Trust: An Exchange Relationship
Framework for Understanding Managerial Trustworthy Behavior, 23 ACAD. MGMT. REV. 513, 514
(1998).
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relationships (agency theory) exists. For instance, in 1998, University of
Virginia business scholar, Ellen Whitener, and her research team
employed social exchange and agency theories to develop a framework
for exchange relationships.”!® The framework was comprised of
individual, relational, and workplace factors that hindered or encouraged
trusting managerial behavior.?!' The investigators advocate that trust
exists in the relationship of parties and is not just a held attitude by one or
more of the parties individually.>'> Agency theory protects agents and
principals that form relationships and, at the same time, protects their own
interests.”!3 This theory assumes that each party in a relationship seeks
minimal risks, carries out their self-interests, and increases their
individuality.?'4

In university technology transfer, TTO staff cannot control the level
and extent that faculty inventors participate in the technology
commercialization process.?'> Thus, TTO staff do not have control over
the outcomes for which their compensation is based, which increases the
risks; in comparison, the principals and faculty inventors face the risk of
being viewed as opportunists, which is something not shared with TTO
personnel.”'® Moreover, a faculty inventor perceives risk if there is any
perceived or actual agent incompetence.”!” For example, when there is
an asymmetrical sharing of information, the lack of communication about
agents’ actions may cause the principal to perceive a risk. This is also
true when there is goal incongruence, and the agents are motivated to
engage in actions other than what the principals requested.?'® For
example, when TTO staff complete work that faculty inventors are
unaware of, the former risks the possibility that the latter may not act
responsibly. To minimize agency risk, principals either monitor agents’
behavior to ensure work compliance or pay for performance to gain
alignment between the principal’s and agents’ goals.?"’

When someone provides a benefit to another person in a social
exchange, this typically imposes a reciprocal obligation on the other

210. Seeid. at 515.

211. Seeid. at 513.

212. Seeid. at 516.

213. Seeid. at 514.

214. Seeid. at 515.

215. See Paul G. Waugaman et al., Best Practices for University-Industry Technology Transfer:
Working with External Patent Counsel, S. TECH. COUNCIL (1994).

216. See Whitener et al., supra note 209, at 515.

217. Seeid.

218. Seeid.

219. Seeid.
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person to give something beneficial in return, such as a quid pro quo. At
the onset of forming social exchanges, it may be difficult for these
individuals to prove themselves.??® Trust is typically generated in two
ways: (1) by reciprocating and giving benefits after benefits are received
from others and (2) by expanding exchanges gradually over time.??!

Social exchange theory and agency theory can be combined to
expand the view of how trust in organizations is formed.”??> Social
exchange theory shines a light on the powerful parts of exchanges that can
influence trust, which are opportunism and the perceived risk of not
reciprocating.?>>  Under agency risk conditions, social exchange theory
teaches that people tend to trust others rather than impose more control
over them.??*

One study is particularly relevant to this discussion. Researchers
examined U.S. Army soldiers at three stages of a training program in a
2013 collective socialization study.?”> They studied how newcomers’
adjustment to their profession and organization was influenced by peers
and leaders.>?® The evolution of trust perceptions was studied over time.
Specifically, how the newcomer’s incorporation of their relationships
with others into their own self-identity influenced the strength of the
relationship between affected-based trust and cognition-based trust.?’”
The model that was tested depicted how affect-based trust between peers
and a leader evolves from cognition-based trust and later influences work
role performance and workplace identification.?”® The researchers
published findings on having tested the idea that newcomers who have
strong relational identities may more fully utilize diagnostic information
about potential exchange partners and thereby strengthen the relationship
between cognition-based trust and affect-based trust over time.??’
Successful socialization can thus be viewed in terms of social identity and
social exchange processes. High-quality exchange relationships, as
represented by high levels of affect-based trust, may aid newcomers in
obtaining the information and support they need to better connect their

220. See id.

221. Seeid.

222. See Whitener et al., supra note 209, at 514.

223. Seeid. at 515.

224. Seeid. at 516.

225. See John M. Schaubroeck et al., Developing Trust with Peers and Leaders: Impacts on
Organizational Identification and Performance During Entry, 56 ACAD. MGMT. J. 1148, 1148 (2013).

226. See id. at 1148-49.

227. See id. at 1149.

228. Seeid. at 1151.

229. Seeid. at 1149.
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self-concepts to their membership in an organization and achieve high
levels of performance.?3?

This study can be applied to the university technology transfer arena
if academic inventors are viewed as newcomers to technology
commercialization in need of strengthening their trust in the technology
transfer process, in their TTO staff, and related socialization.?3! This
research uncovered support for a causal relationship between individuals’
cognition-based trust and the affect-based trust they have toward their
peers.>32 There is another separate relationship toward the leaders. A
stronger time-lagged relationship between cognition-based trust and
affect-based trust for trust in peers was discovered in individuals with high
levels of chronic relational identity.?3* This was not found for trust in the
leader. There were lagged influences on workplace identification and
role-related performance for the affect-based trust in the leader.?’*
Although the affect-based trust in peers was related to workplace
identification over time, role-related performance was not.23>  Thus,
affect-based trust deepens the quality of exchange relationships with
others, “promotes newcomers’ organizational identification[,] and role
related performance.”?® Further, peers and leaders are each uniquely
valuable in providing for sense-making and performance.??’

In research universities, many faculty researchers are newcomers to
technology commercialization and would benefit from developing strong
interpersonal relationships with university TTO staff.>*® TTO staff can
create a membership environment, welcome the faculty researchers into
that membership organization for technology commercialization, and
provide training and mentoring for faculty researchers to enable them to
better understand how they can contribute.”*® This will help the TTO staff
and faculty researchers develop their personal reputations for
trustworthiness and would likely reduce job insecurity.

230. Seeid.

231. See generally Schaubroeck et al., supra note 225, at 1148-49 (supporting the expansion of
the study from newcomer adjustment generally to newcomer adjustment against others within the
organizations); see generally Hamilton & Schumann, supra note 3 (stressing the importance of
technology transfer process training).

232. See Schaubroeck et al., supra note 225, at 1161.

233. See id. at 1159-60.

234. Seeid. at 1161.

235. Seeid. at 1163-64.

236. See id. at 1149.

237. Seeid.

238. See Schaubroeck et al., supra note 225, at 1165.

239. Seeid.
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B. Worker Resistance Theory

A primary issue in university technology transfer is whether academic
inventors are resistant to the pressures many research universities are under
to become more entreprenceurial and focused on technology
commercialization.*’ Job insecurity is positively correlated to resistance
to change, which feeds workplace tension and propensity to leave.?*! Many
research universities grapple with the retention of their research faculty and
quality TTO staff.?*> So, this is a very important issue.

The susceptibility toward resistance to change and to leave a job can
be found across studies.>*> However, studies of work effects have varying
findings.>** Reportedly, there is a need for more research before the
conditions under which work effort is decreased as a result of felt job
insecurity.”?* Job complacency and job security are assumed to be
related.*® Further, it is assumed that when employees feel insecure, they
tend to exert more work effort to increase their value in the workplace.?*’
Ultimately, this decreases their perceived job insecurity.?*?

With respect to troubled organizations, although there is a positive
correlation between change resistance and job insecurity, this experience
seems to be inapposite to rational behavior because insecure employees are
expected to welcome the change so that their jobs become more secure, as
the change thwarts the workplace’s decline.?** The positive correlation
between the penchant to leave the workplace and job insecurity is expected
since, when employees are concerned about job continuity, it is rational for
them to seek more secure work.>>° The relationship between the inclination
to leave and job insecurity is very important because the workplace
departures are not randomly distributed across employees, given that the
most valuable employees are more likely to leave first.2>!

240. See Link & Siegel, supra note 12.

241. See Leonard Greenhalgh, Managing the Job Insecurity Crisis, 22 HUM. RES. MGMT. 431,
435-36 (1983).

242. See Megan Zahneis, Higher Ed’s Work-Force Retention Problems Aren’t Going Away,
CHRON. OF HIGHER EDUC. (Sept. 14, 2023), https://www.chronicle.com/article/higher-eds-work-
force-retention-problems-arent-going-away.

243. See Greenhalgh & Rosenblatt, supra note 24, at 443.

244. See id.

245. Seeid.

246. See id.

247. Seeid.

248. Seeid.

249. See Greenhalgh & Rosenblatt, supra note 24.

250. Seeid.

251. Seeid.
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Any resistance by faculty inventors to participate in the university
technology transfer process can be viewed as worker resistance. Because
the topic of worker resistance has had a limited role in workplace theory,
in 1995, Hodson developed a worker resistance concept model which
included four worker agendas: (1) averting abuse, (2) controlling the
magnitude of work, (3) defending self-governance, and (4) expanding the
control over employees with employee participation arrangement.?>>

Deflecting abuse is typical in direct control work situations.’
Controlling the magnitude of work amounts and intensity of work is the
most typical means.”>* The defense of autonomous self-governance is
typical in bureaucratic control, and manipulating opportunities for worker
participation is most typical in modern participative workplaces.?>>
Applying this model to university technology transfer, defending
autonomy would likely be the faculty researcher’s response if there is too
much bureaucracy in the university technology transfer process.>>
Deflecting abuse may be related to the faculty researcher’s concern that
engagement in the process may damage their industry relationships if
mishandled by the TTO staff during the marketing and licensing phases
of the technology transfer process.?>’

53

C. Attribution Theory and Locus of Control

Attribution theory serves to explain how we go about trying to
interpret, explain, and ultimately justify our own behavior and the behavior
of others.>>® People assign causes to behaviors.>>° Indeed, the perceived
cause is more important than the actual cause.”®® The explanations of
causes are typically related to successes or failures and can be broken down

252. See Randy Hodson, Worker Resistance: An Underdeveloped Concept in the Sociology of
Work, 16 ECON. & INDUS. DEMOCRACY 79 (1995).

253. Seeid.

254. Seeid.

255. Seeid.

256. See University Technology Transfer: An Introduction to the Special Issue, supra note 31.

257. See Toward a Model of the Effective Transfer of Scientific Knowledge from Academicians
to Practitioners: Qualitative Evidence from the Commercialization of University Technologies, supra
note 18, at 136; see An Empirical Analysis of the Propensity of Academics to Engage in Informal
University Technology Transfer, supra note 12, at 644.

258. See Mark J. Martinko et al., Attribution Theory in the Organizational Sciences: A Case of
Unrealized Potential, 32 J. ORGANIZATIONAL BEHAV. 144, 144-45 (2011).

259. See ALAN PAGE FISKE, STRUCTURES OF SOCIAL LIFE: THE FOUR ELEMENTARY FORMS OF
HUMAN RELATIONS 21 (The Free Press 1991); see FRITZ HEIDER, THE PSYCHOLOGY OF
INTERPERSONAL RELATIONS 16 (Wiley 1958).

260. See HEIDER, supra note 259, at 26-27.
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into dispositional causes and situational causes, factors attributed to
individuals, and factors attributed to the external environment.2®' One
extension offered by Bernard Weiner is considered as it may explain
attributions for failure or success of the TTO process.2%?

Locus of control and controllability reflect two of Weiner’s three
categories of achievement attribution.”®> Locus of control prescribes the
perceived degree of control an actor has,?®* or in other words, where control
of the action comes from, either internal or external to the individual.?%> If
a faculty inventor perceives they have little control (low internal control)
of the TTO process compared to the control held by the TTO staff
(high control), this may create tension leading to stress, especially if the
faculty member feels they are being overtaxed for the benefit derived or if
the TTO process fails.6°

Controllability contrasts causes one can control (e.g., skill) from
causes one cannot control (e.g., others’ actions).?®” If you fail and
attribute it to an uncontrollable cause such as your own aptitude, then you
may feel ashamed and embarrassed.?®® If others see you fail and believe
it is due to an uncontrollable cause, they may feel sorry for you and feel
sympathy.?%® They may also be willing to help you.?’® If you fail and it
is controllable in the instance that you do not put forth enough effort, the
individual may feel guilty that they did not try harder.?’! Others may get
angry at you for not trying hard enough.?’?> In this case, they may not
reward you, but rather they may sanction you.?’ Thus, in the case of TTO

261. See Bernard Weiner, An Attributional Theory of Achievement Motivation and Emotion, 92
PSYCH. REV. 548, 551 (1985).

262. See id. at 549.

263. See id.; see Bernard Weiner, On Perceiving the Other as Responsible, NEB. SYMP. ON
MOTIVATION 165, 173 (1990).

264. See FRIEDRICH FORSTERLING, ATTRIBUTION THEORY IN CLINICAL PSYCHOLOGY 26
(Jonathan Harrow trans., 1988); see Bernard Weiner & Sandra Graham, Understanding the
Motivational Role of Affect: Life-Span Research from an Attributional Perspective, 3 COGNITION &
EMOTION 401, 402 (1989).

265. See FORSTERLING, supra note 264, at 26.

266. See An Attributional Theory of Achievement Motivation and Emotion, supra note 261, at 562.

267. See FORSTERLING, supra note 264, at 28.

268. See An Attributional Theory of Achievement Motivation and Emotion, supra note 261, at 563.

269. See id. at 562.

270. See FORSTERLING, supra note 264, at 40-41.

271. See An Attributional Theory of Achievement Motivation and Emotion, supra note 261, at 562-63.

272. See id. at 563.

273. See Bernard Weiner, Ability Versus Effort Revisited: The Moral Determinants of
Achievement Evaluation and Achievement as a Moral System, 29 EDUC. PSYCH. 163, 166 (1994);
see Bernard Weiner, Integrating Social and Personal Theories of Achievement Striving, 64 REV.
EDuUC. RSCH. 557, 559 (1994).
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relationships, if the faculty inventor perceives a staff member as viewing
the process as controllable, yet the effort fails, the faculty inventor may
likely attribute failure to lack of effort or competency on the part of the
TTO staff and lose trust.2’* This will likely create significant tension and
can lead to future negative behaviors (e.g., faculty not participating).?’>
On the other hand, if the TTO staff believe the process is controllable and
yet failure occurs, they may attribute it to faculty input (e.g., the quality
of the invention and delays).?’® The tension felt here may lead to a lack
of trust of the faculty member in the future.?’’

III. CONSEQUENCES AND RECOMMENDATIONS

We developed a concept model that depicts the phenomenon of job
insecurity in university technology transfer.2’® It shows sources of threats
to job performance as perceived by faculty researchers and as perceived by
TTO staff.?”® These perceived threats contribute to affected distress caused
by individual job insecurity.”?®® This results in positive functional
technology transfer performance or negative dysfunctional performance.??!

We then considered seven organization management categories as
they relate to the TTO staff and faculty inventor stressors noted above.?3?
Within each category, recommendations to reduce negative stress are
offered.?®  These categories include transformational leadership and
relational job design, desired technology transfer performance outcomes,
collaborations, facilitation processes, knowledge sharing, communication,
and leadership support.?®* Each will be considered in turn below.?®3

274. See Integrating Social and Personal Theories of Achievement Striving, supra note 273, at 562.
275. See An Attributional Theory of Achievement Motivation and Emotion, supra note 261, at 562.
276. See Integrating Social and Personal Theories of Achievement Striving, supra note 273, at 562.
277. See An Attributional Theory of Achievement Motivation and Emotion, supra note 261, at 562.
278. See infra app. A Figure 5.

279. See infra app. A Figure 5.

280. See Greenhalgh & Rosenblatt, supra note 24.

281. See Schaubroeck et al., supra note 225, at 1162.

282. See Hamilton & Schumann, supra note 3, at 116.

283. Seeid. at 116.

284. Seeid. at 99, 105, 107-09, 112-13.

285. See infra Part I11.
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A. Transformational Leadership and Relational Job Design

Bernard Bass, an industrial psychologist, defined transformational
leaders as those who were able to motivate teams and make progress.>®°
He focused on four distinct leadership characteristics.?®” First, idealized
influence pertains to a leader’s charismatic personality, willingness to take
risks, and operate from a core set of values and ethical principles.
Through this characteristic, a leader serves as a role model and is able to
build trust and confidence with their employees and stakeholders.?®
Second, inspirational motivation refers to a leader’s ability to inspire
confidence and sense of purpose.?®® This comes as a result of vision
setting and laying out clear goals and expectations, all while conveying a
sense of optimistic enthusiasm.?’® Third, intellectual stimulation is
reflected through the leaders’ value of creativity and innovation.?°! This
stimulation is accomplished through constructive challenging of
assumptions, framing problems and obstacles, encouragement, and shared
decision-making.?°? Finally, individualized consideration is noted when
a transformational leader considers the individuality of the employee or
stakeholder, their needs, skill sets, and motivations.?®> This entails
significant mentorship and coaching to help each person realize their
optimal potential.>**

The motivational effects of transformational leadership with regard
to employees can be complemented with relational job design.>®’
Beneficiary contact moderates the effect of transformational leadership on

286. See Bernard M. Bass, Theory of Tranformational Leadership Redux, 6 LEADERSHIP Q. 463,
469 (1995).

287. See Derek Farnsworth et al., Transformational Leadership: The Transformation of Managers
and Associates, UNIV. OF FLA., https://edis.ifas.ufl.edu/publication/HR020 (last visited Jan. 18, 2024).

288. See id.

289. See Annette Towler, The Qualities of Transformational Leaders and What Distinguishes
Them from Transactional Leaders, CQ NET (June 30, 2019), https://www.ckju.net/en/dossier/
qualities-transformational-leaders-and-what-distinguishes-them-transactional-leaders.

290. See id.

291. See Kiho Jun & Joonghak Lee, Transformational Leadership and Followers’ Innovative
Behavior: Roles of Commitment to Change and Organizational Support for Creativity, 13 BEHAV.
ScIs. 320 (2023), https://www.mdpi.com/2076-328X/13/4/320.

292. See Towler, supra note 289.

293. See The 4 “I's” of Transformational Leadership, MICH. STATE UNIV.,
https://www.michiganstateuniversityonline.com/resources/leadership/4-is-of-transformational-leadership/
(July 1,2022).

294. See id.

295. See Adam M. Grant & James W. Berry, The Necessity of Others Is the Mother of Invention:
Intrinsic and Prosocial Motivations, Perspective Taking, and Creativity, 54 ACAD. MGMT. J. 73, 74
(2011).
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follower performance in a very important way.?’® So, employees’ jobs
need to be designed to create greater interaction with beneficiaries.?’
This would enhance the meaningfulness of engagement.?*® Well-
designed job tasks provide employees with the direction and deep-seated
motivation they need for knowledge sharing and the effective completion
of their work, no matter what their leader’s vision is or how the leader
tries to motivate them.?*

In the technology transfer arena, the TTO administrators and staff
would benefit from engagement in transformational leadership.>?°
Academic inventors are potential stakeholders.3°! As the coordinator of
the TTO process, the staff can use transformational leadership
characteristics to motivate faculty inventors.’*> Moreover, by clearly
employing relational job design, faculty inventors would know exactly
what is expected and how the TTO staff can work side-by-side in realizing
their jointly agreed-upon goals.>*3

To further the relationships, transactional leaders can reinforce more
worthwhile and numerous interactions with service customers and espouse
pro-social values that may have intrinsically motivating properties.>** This
is accomplished by encouraging faculty inventors to develop patentable
inventions with real-world usefulness that can be expressed through
increased physical closeness, duration, and involved contact with potential
users of the technologies (e.g., patients, clients, and customers).>?3

296. See Adam M. Grant, Leading with Meaning: Beneficiary Contact, Prosocial Impact, and
the Performance Effects of Transformational Leadership, 55 ACAD. MGMT. J. 458, 460 (2012).

297. See Grant & Berry, supra note 295, at 93.

298. See Adam M. Grant, Relational Job Design and The Motivation to Make a Prosocial
Difference, 32 ACAD. MGMT. REV. 393,401 (2007).

299. See id. at 404.

300. See What Is Transformational Leadership? Understanding the Impact of Inspirational
Guidance, UNIV. OF MASS. GLOB., https://www.umassglobal.edu/news-and-events/blog/what-is-
transformational-leadership (last visited Feb. 9, 2025).

301. See Anders Brantnell & Enrico Baraldi, Understanding the Roles and Involvement of
Technology Transfer Offices in the Commercialization of University Research, 115 TECHNOVATION 1, 2
(2022).

302. See What Is Transformational Leadership? Understanding the Impact of Inspirational
Guidance, supra note 300.

303. See Yseult Freeney & Martin R. Fellenz, Work Engagement, Job Design and the Role of
the Social Context at Work: Exploring Antecedents from a Relational Perspective, 66 HUM. RELS.
1427, 1431 (2013).

304. Seeid. at 1439; see Grant & Berry, supra note 295.

305. See Freeney & Fellenz, supra note 303; see Hu & Liden, supra note 112, at 1106.
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B. Desired Technology Transfer Performance Qutcomes

As mentioned throughout, university technology commercialization
performance is measured by the amount of licensing deals and revenues
that research universities secure.>?® It is also measured by the number of
startup companies that the universities help form.’*” Some technology
transfer specialists have argued that another measure should be whether
the university generates enough value to exceed its cost to taxpayers.>%®

TTO performance must be accomplished through collaboration,
facilitation of processes, knowledge sharing, and communication.3%’
Technology transfer is a complex social interaction and barriers that
separate the parties in the technology commercialization process must be
broken down in order to facilitate technology transfer success.>!'°

C. Collaborations

With respect to university bureaucracy, in 2001, Louisiana State
University sociology professor, Dr. Wesley Shrum, and his research team
studied fifty-three physical science collaborations and found that trust was
not important to self-reported performance.’!! The parceling of scientific
collaborations in bureaucratic organizations can impose a noncollaborative
structure for interaction.3'? Tt was discovered that: the more bureaucratic
the collaborations, the more conflicts with project management;
collaborations that have external advisory committees and committees that
have more self-governance, how shared data gets analyzed results in delays;
and uncertainty in the procurement of resources results in avoidance to
share data.’!3

There are at least three ways that TTOs may be impacted by the
collaboration issues noted in this study.>!# First, excessive bureaucracy

306. See J. David Roessner, Outcome Measurement in the USA: State of the Art, 11 RSCH.
EVALUATION 85, 89 (2002).

307. See id. at 90.

308. Seeid. at91.

309. See id.

310. See Jane M. Perkins, Social Perspectives on Technology Transfer, 36 IEEE TRANSACTIONS
ON PRO. COMMC’N 185, 186 (1993).

311. See Ivan Chompalov et al., The Organization of Scientific Collaborations, 31 RSCH. POL’Y
749, 751 (2002).

312. See Shrum et al., supra note 11.

313. Seeid. at716.

314. See id.
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in collaborations often leads to more conflict.>'> Thus, in the university
technology transfer arena, pointing fingers and strict dictation of
university IP policies, rules and laws will likely result in conflicts.>'® The
bureaucratic use of transmittal forms that require approval signatures from
numerous parties (e.g., the faculty inventor, department chair, dean, vice
presidents, and even the president) is probably going to be problematic.?!”
Notably, legal compliance, accountability, managerial oversight, and
approvals are important.>!® However, the more room to streamline tasks
and make processing less bureaucratic—the better the outcomes.?'’

Second, delays occur when there are external advisory committees
that have self-governance over how shared data gets analyzed. In
university technology transfer, some universities use IP and conflicts of
interest committees.>>’ These committees should be encouraged to make
decisions in expedited manners, and they need to be accountable to the
TTO director or Vice President of Research with regard to rapid reporting
in order to alleviate delays.>?! Third, Wesley Shrum’s research team
found that uncertainty in the procurement of resources can result in
avoidance of shared data.’>> This can play out in university technology
transfer. For example, patent applications and marketing inventions
require hefty investments of financial resources.>>> When faculty do not
know whether an invention disclosure will result in a patent application
and subsequent commercialization, the faculty might avoid sharing their
inventions with the TTOs and avoid participating in the technology
transfer process. Thus, it would help if TTOs clearly communicate how
these decisions are made and what financial and human resources are
available to faculty inventors.

315. Seeid.

316. See id. at 688.

317. See id.

318. See Shrum et al., supra note 11.

319. Seeid. at719.

320. See id. at 704

321. Seeid. at 706.

322. Seeid. at 638.

323. See Russ Krajec, Patent Financing: How Startups Can Obtain Funding for Their Patent
Applications, IPWATCHDOG (Apr. 12,2016, 10:22 AM), https://ipwatchdog.com/2016/04/12/patent-
financing-how-startups-can-obtain-funding-for-patent applications/id=68252/.
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D. Facilitation Processes

In 2005, researchers interviewed fifteen Australian Research Council
Linkage Project awardees and ten industry partners.’**  Faculty
researchers divulged how they realized the need for more streamlined
processes since the current bureaucratic and inflexible processes, large
amounts of paperwork, and time consumption turned companies off.3
The interviewees suggested the need for more “open communication,
sensitive negotiation and mutual understanding.”3%°

It is imperative for technology-based businesses to be able to build
extended networks of relationships with the university community and
industry.>?’”  While TTOs have less of a role in commercializing
technology when the academic inventor already has industry contacts,
TTOs should provide marketing and network-building assistance.’*® In
2004, researchers found that the use of faculty through sponsored research
in lieu of a license is closely related to the amount of basic research private
companies engage in.>?° Contracting for the use of faculty within the
terms of a license is related to the prevalence of personal contact between
faculty and industry researchers.>3® Thus, relationship building is
imperative to technology transfer success.

E. Knowledge Sharing

The association between conflict and trust reflects why there is
significant emphasis on the importance of trust. Trust impacts and is
impacted by the stream of interactions that cause conflicts, despite the fact
that projects with higher levels of trust exhibit fewer disputes.3*! At the heart
of trust is the ability to share knowledge between faculty and TTO staff.

University technology transfer is a knowledge-sharing and
management alliance between TTO staff, faculty inventors, and other
stakeholders. With respect to TTO staff forming an alliance with faculty
inventors, thought leaders have proposed that the initiation of an alliance be

324. See Judith Berman, Connecting with Industry: Bridging the Divide, 30 J. HIGHER EDUC.
POL’Y & MGMT. 165, 166 (2008).

325. Seeid. at 168.

326. Id.

327. See Brian Harmon et al., Mapping the University Technology Transfer Process, 12 J. BUS.
VENTURING 423,424 (1997).

328. Seeid.

329. See Thursby & Thursby, supra note 2, at 162.

330. Seeid.

331. See Shrum et al., supra note 11, at 683.
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viewed as two phases in which the antecedents of trustworthiness and trust
are developed and evolve.>3? In the first phase, information is gathered so
that an initial assessment of the trustworthiness of that potential alliance
partner is made.’*3 In this phase, when available, the antecedents of
trustworthiness can be derived from a combination of prior experience with
that partner and the reputation of the partner in a network of other trusted
organizations.>>* In the case of TTO staff, if faculty viewed them as an
unknown partner, a stance of conditional trust would be initially taken,
shaped by the available information on their abilities and performance, as
well as likely costs, risks, and benefits of the alliance.’3>

The next phase is a negotiation phase whereby “interpersonal
concepts of procedural and distributive justice have much to offer the
inter-organizational domain of alliance trust formation.”®3® Thus, as
applied to the TTO staff forming an alliance with faculty inventors, both
parties will create expectations that procedural and distributive justice will
occur during the alliance, hence influencing the assessment of whether or
not the potential partner is trustworthy. These authors advocate that
procedural justice and trustworthiness perceptions will be heavily
influenced by the use or abuse of a power positioning during
negotiations.>*”  The procedural justice implications in university
technology transfer would include, but not be limited to, fair evaluations
of invention disclosures for marketability and patenting, university spin-
off venture investments, and maintaining and building good relationships
with potential industry licensees.>*®

Some research has been conducted on what might motivate
employees to share knowledge.**° In a 2011 study of 705 consulting firm
employees, Copenhagen Business School scholars, Mia Reinholt, Toben
Pedersen, and Nicolai Foss, discovered that the acquisition of knowledge

332. See Urs S. Daellenbach & Sally J. Davenport, Establishing Trust During the Formation of
Technology Alliances, 29 J. TECH. TRANSFER 187, 199 (2004).

333. See id.

334. See id.

335. See id.

336. See id.

337. Seeid.

338. See WORLD INTELL. PROP. ORG., INCENTIVES IN TECHNOLOGY TRANSFER: A GUIDE TO
ENCOURAGE, RECOGNIZE AND REWARD RESEARCHERS AND PROFESSIONALS 33 (Westchester Pub’g
Serv. ed., 2024) [hereinafter “WIPO™].

339. See Francesco Antonio Perotti et al., The Influence of Motivations to Share Knowledge in
Preventing Knowledge Sabotage Occurrences: An Empirically Tested Motivational Model, 192
TECH. FORECASTING & SOC. CHANGE 1, 1 (2023); see Mia Reinholt et al., Why a Central Network
Position Isn’t Enough: The Role of Motivation and Ability for Knowledge Sharing in Employee
Networks, 54 ACAD. MGMT. J. 1277, 1277 (2011).
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was highest when autonomous motivation, ability, and network centrality
were high.3*®  Furthermore, self-determination theory research reveals
that: (1) not all types of motivation are equally efficient in promoting and
furthering behavior; (2) self-governing motivation is better than
controlled motivation with respect to complex behavior involving
learning; (3) behavioral engagement varies with respect to how self-
governed or self-motivated a person is; (4) an autonomously motivated
person engages in behavior that is self-endorsed and congruent with that
individual’s own values and self-interests; (5) when control motivates a
person, the individual feels pressured from a poorly integrated self-
imposed pressure or from an external pressure; and (6) a dangling-carrot
reward may motivate individuals to complete tasks or boost their sense of
self-worth, but it only produces short-term benefits.>*!

If applied to university technology transfer and the desire for TTO
staff to acquire invention disclosures and other know-how from faculty
researchers, the TTO’s knowledge acquisition would be highest when
faculty researcher knowledge-sharing ability, network centrality, and self-
governing motivation are high.>*> With respect to rewards, in university
technology transfer, fewer than twenty percent of offices have incentive
compensation plans.>* Since to some, recognition is worth more than
money, organizations should consider giving out nice plaques, sending
out an email notice, or calling a meeting to provide public recognition.’**
Some TTOs do give out patent plaques, send out email notices and
newsletters, and host patent and licensing award ceremonies.>*’

Tacit understanding moderates the relationship between sharing
knowledge, self-interest, and trust.>*® In university TTOs, the tacit
sharing of faculty know-how, skills, interests, and motivations is required
in the creation of strong TTO-faculty relationships.>*” The acquisition of
such knowledge and the knowledge-sharing process takes time. Since it
is common for trust to be a factor among employees that share

340. See Reinholt et al., supra note 339.

341. Seeid. at 1278, 1280.

342. Seeid. at 1277.

343. See Abrams et al., supra note 56, at 24.

344. See Dina Gerdeman, How to Demotivate Your Best Employees, HARV. BUS. SCH. (Apr. 8,
2013), https://www library.hbs.edu/working-knowledge/how-to-demotivate-your-best-employees.

345. See generally id. (discussing that public recognition for prior acts done is more rewarding
than monetary incentives).

346. See Santoro & Saparito, supra note 11.

347. See id.; see Zibin Xu et al., The Impact of Technology Transfer Office Characteristics on
University Invention Disclosure, 58 IEEE TRANSACTIONS ON ENG’G MGMT. 212, 212 (2011).



(07) HAMILTON FINAL.DOCX (DO NOT DELETE) 11/3/25 8:19 AM

398 HOFSTRA LABOR & EMPLOYMENT LAW JOURNAL [Vol. 42:2

knowledge,**® in the aforementioned 2011 Reinholt study, researchers
controlled for whether or not respondents perceived their workplace as
having a trusting climate.’** Using a seven-point scale, respondents were
asked if there was a lack of trust between employees.>>° Higher values
indicated higher levels of trust with the use of reverse coding.’*' By
including the variables: trust, interdependence, friendship, and whether
the contacts were informal, the investigators captured aspects inherent in
“tie strength” and “network cohesion” to control for the possible effects
of other structural dimensions on knowledge sharing.3>?

F. Communication

A fundamental doctrine of communication theory is that the potential
benefits of a network grow tremendously with the expansion of the
interconnection of its nodes.>>* The relationship between TTO staff and
faculty researchers is typically cross-disciplinary.>** There are many
instances when professionals choose not to respect outsiders of their
profession despite shared goals.>>> However, if either party regards
himself as having special values, this may thwart sharing across
disciplines.?°

Employees’ sense of control and workplace predictability can be
increased with information sharing and communication.’>’” Workers
taking action to proactively gain control over their situation may play a
meaningful role in reducing job insecurity. Those who meet with leaders,
such as their supervisors, experience less anxiety than those who try to
escape workplace situations.’®® Meetings can be facilitated by leaders
when they promote information inquiries and share concerns.>*° As

348. See Reinholt et al., supra note 339, at 1277.

349. See id. at 1286.

350. See id.

351. Seeid.

352. Seeid.

353. See James Brian Quinn et al., Leveraging Intellect, 10 ACAD. MGMT. EXEC. 8 (1996).

354. See Yonghong Wu et al., supra note 100, at 24.

355. See Alvita Izana Kusumarini, Respecting Each Other: The Beauty of Mutual Respect
Among Professions and Its Relation in the Workplace, MEDIUM (Aug. 22, 2023),
https://medium.com/gravel-engineering/respecting-each-other-the-beauty-of-mutual-respect-among-
professions-and-its-relation-in-the-c3b68e21{c02.

356. See id.

357. See Susan J. Ashford et al., Content, Causes, and Consequences of Job Insecurity: A
Theory-Based Measure and Substantive Test, 32 ACAD. MGMT. J. 803, 819 (1989).

358. Seeid.

359. Seeid. at 819.
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applied to university technology transfer, if the TTO gives academic
inventors adequate information about potential technology transfer
outcomes, then this would reduce faculty insecurity related to technology
commercialization.

The negative association between job insecurity and workplace
communication can be understood when the theoretical exchange, that
perceptual processes transform objective threats into subjective threats, is
understood.’®®  Applied to the transformation of universities into
entrepreneurial universities with a goal to increase commercial activity, a
lack of official communication during the period of organizational change
may create employee role vagueness and a lack of predictability about the
workplace’s future. This might threaten an employee’s sense of control
and lead to the perceived threat of job insecurity.3¢!

One way to reduce or stop perceptions of job insecurity is to cushion
its negative impact on employees’ performance.’®? Employee
engagement and workplace communication may relate directly and
negatively to job insecurity and might moderate the relationship between
employee well-being and job insecurity.’®3 In times of change, managers
should stimulate and improve opportunities for employee engagement and
communication in their organization.>®* This is a strategy that research
university leaders need to implement.

G. Leadership Support

With respect to leadership support, a study was conducted to
compare the moderating role of gender, tenure, and job type in the
support-attitude relationship; the effect of perceived supervisor support
(hereinafter “PSS”) and perceived coworker support (hereinafter “PCS”)
on work attitudes; and to test a theoretical model of the proposed
relationships among PCS, PSS, perceived workplace support, and
attitudes toward work.>®> In a meta-analysis, PSS was found to be more
strongly related to job satisfaction, affective commitment, and turnover

360. See Greenhalgh & Rosenblatt, supra note 24.

361. See Tinne Vander Elst et al., The Role of Organizational Communication and Participation
in Reducing Job Insecurity and Its Negative Association with Work-Related Well-Being, 31 ECON. &
INDUS. DEMOCRACY 249, 251 (2010).

362. See id. at 250.

363. Seeid.

364. Seeid.

365. See Thomas W. H. Ng & Kelly L. Sorensen, Toward a Further Understanding of the
Relationships Between Perceptions of Support and Work Attitudes: A Meta-Analysis, 33 GRP. & ORG.
MGMT. 243 (2008).
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intention than PCS.>®® In addition, customer-contact versus non-
customer-contact jobs were found to be a significant moderator.3¢’
Having different forms of support was closely related to work attitudes
and relationships.3®

Employees’ attitudes toward work may be adversely impacted by a
perceived lack of supervisor support and employees’ appraisals of
workplace support.’®® Therefore, organization leaders and managers can
influence employees relatively inexpensively, and PSS can be improved
by training supervisors on how to provide support, via bidirectional
communication, to facilitate a climate of trust.3”? In the university setting,
this can apply to both technology transfer specialists and faculty inventors
who are under supervision and receive performance evaluations.?”!

CONCLUSION

We describe sixty-two legal battles between academic inventors and
their universities. The eight stress factors described above all contribute
to a perceived threat to job security as a function of the T&P process as
well as annual performance evaluations.>’> As noted above, in the case
of faculty, their felt stress is likely moderated by academic rank.>’> Most
likely, tenure track faculty feel most vulnerable because of uncertainty.
Vulnerability is also experienced by non-tenure track contract faculty,
especially if they are research appointments.’’* However, even tenured
faculty can experience a certain level of vulnerability in concerns about
annual evaluation criteria.3”>

At the heart of this vulnerability lies differences in explicit and
implicit expectations. University faculty evaluation materials typically
lay out expectations for teaching, research, and service at each rank,

366. See id.

367. See id.

368. See id.

369. See id.

370. See id.

371. See Ng & Sorensen, supra note 365.

372. See supra Part I.A-B.

373. See Tedlapu Narayana Rao et al., Assessing Stress Levels and Influencing Factors for
Faculty in Higher Education Institutions: A Case Study in Visakhapatnam of Andhra Pradesh, 10
INT’L J. MGMT. & HUMANS. 1, 3 (2023).

374. See The Status of Non-Tenure-Track Faculty, AAUP, https://www.aaup.org/report/status-
non-tenure-track-faculty (last visited Feb. 21, 2025).

375. See Post-Tenure Review: An AAUP Response, AAUP, https://www.aaup.org/report/post-
tenure-review-aaup-response (last visited Feb. 21, 2025).
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expecting more contribution and leadership as faculty are promoted.3”®
However, unstated university expectations with regard to participation in
technology transfer often conflict with college and department
expectations that rarely consider technology transfer contributions in their
evaluation.’”” This implicit conflict in and of itself, generates significant
tension within a university organization.?”®

In a similar vein, the stress factors for TTO staff contribute to a
perceived threat of job security, which may or may not be realized in
annual evaluations. TTO staff jobs do not come with a tenure option, so
relatively short-term contracts must be renewed. Whether renewal occurs
is a function of job performance, and as noted above, TTO staff often feel
their job performance, in part, is a function of faculty engagement and
performance. This perceived threat is potentially realized through an
annual evaluation, which in turn, leads to distress as a function of
perceived job insecurity. The resulting distress felt by both faculty and
TTO staff related to job insecurity contributes overall to TTO
performance.’” The more distress felt by both stakeholders, the more
likely performance will suffer.’® The metrics for performance may
include the amount of resulting licensing revenue; number of new
business ventures; new patents; new jobs created; new knowledge created
and disseminated; strength and sustainability of collaborations; amount of
knowledge sharing; and effective communications within and between
faculty, administrators, and TTO staff.38!

Flexible and non-bureaucratic university cultures are recommended
to improve technology transfer performance.’®> Entrepreneurial and
supportive university cultures that embrace and license to university spin-
offs clearly express rules for faculty and student entreprencurial business

376. See id.

377. See WIPO, supra note 338.

378. See id.

379. See Hamilton & Schumann, supra note 3, at 116.

380. See id. at 100-01.

381. Seeid. at 99.

382. See Albert N. Link & John T. Scott, Opening the Ivory Tower's Door: An Analysis of the
Determinants of the Formation of U.S. University Spin-Off Companies, 34 RSCH. POL’Y 1106, 1108
(2005).
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engagement.®® Clearly, venture capital as a source of financial support
to faculty’s entrepreneurial ventures is desirable.3%*

The goal of this Article is to provide knowledge and
recommendations to technology managers who are responsible for
engaging in university technology commercialization. We advocate for an
amendment to the Bayh-Dole Act.>®> The Bayh-Dole Act’s primary goal
is to promote the use of faculty inventions and make them publicly
available.’%® Tt is not likely that the numerous legal battles between
academic inventors and universities were foreseen when the Bayh-Dole
Act was proposed and enacted.’®” We have shown that technology transfer
can be viewed as a process with inherent stressors that result in felt job
insecurity.>®® Job insecurity is proposed to be felt by both the TTO staff
and the faculty inventors.’®’ We propose that any lack of
communication,>*° social exchanges, motivation, engagement, streamlined
processes, supportive organizational cultures, or competencies on the part
of the TTO staff or faculty researchers can result in felt job insecurity and
distress.>®!  Also, people who lack personality characteristics that give
them an aversion to job insecurity can experience stress.>”

We advocate that all of these factors need to be examined by
technology managers in a holistic way. The holistic study of these micro-
foundational factors in university technology transfer is also a direction
for future research. Micro-foundational factors in business management
research refer to the individual-level elements and interactions that

383. See Joseph Friedman & Jonathan Silberman, University Technology Transfer: Do Incentives,
Management, and Location Matter?, 28 J. TECH. TRANSFER 17, 26 (2003); see Wright et al., supra
note 11, at 244.

384. See Scott Shane & Toby Stuart, Organizational Endowments and the Performance of University
Start-Ups, 48 MGMT. SCI. 154, 159 (2002); see Commercial Knowledge Transfers from Universities to
Firms: Improving the Effectiveness of University—Industry Collaboration, supra note 12, at 116.

385. See 35 U.S.C.A. § 200 (West 2000).

386. See id.

387. See Rebecca S. Eisenberg & Robert Cook-Deegan, Universities: The Fallen Angels of
Bayh-Dole?, 147 DAEDALUS: J. AM. ACAD. ARTS & SCIS. 76, 79-80 (2018).

388. See Sterckx, supra note 64.

389. See Hamilton & Schumann, supra note 3, at 97.

390. Interestingly, the need for improved communication in IP law generally was pointed out by
legal scholar Cynthia Dahl, who advocated that IP lawyers would benefit from speaking the technical
language of engineers and scientists since patent work requires working across disciplines. See
Cynthia L. Dahl, Teaching Would-Be IP Lawyers to ‘Speak Engineer’: An Interdisciplinary Module
to Teach New Intellectual Property Attorneys to Work Across Disciplines, 19 LEWIS & CLARK L.
REV. 361, 383 (2015).

391. See Hamilton, supra note 58, at 586.

392. See id.
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underpin and explain broader organizational phenomena.?**> Essentially,
this approach seeks to understand how the behaviors, actions, and
interactions of individuals within an organization contribute to larger
collective outcomes such as firm performance, capabilities, and strategic
decisions.?®*  Thus, instead of just looking at a TTO’s overall
performance, micro-foundational research examines how individual
employees’  skills, motivations, and interactions drive that
performance.’®> This perspective helps to uncover the building blocks of
organizational behavior and performance, providing a more detailed and
nuanced understanding of how organizations function.3%¢

More specifically, we recommend that our micro-foundational
findings in university tech transfer need to be factored into the Bayh-Dole
Act.  Specifically, the 37 CFR § 401.16 federal agency reporting
requirements of universities receiving federal agency funding®’ need to
change to mandate that universities report litigation between inventors
and universities.>*® This will likely bring much needed awareness to this
issue and may result in improvements in communication, social
exchanges, motivation, engagement, streamlined processes, supportive
organizational cultures, or competencies. Such improvements can reduce
these legal conflicts.

University reported information to the federal government gets
reported to Congress.>” The “Technology Transfer Commercialization
Act of 2000 require[s] Commerce to provide Congress with summary

393. See Maximilian Palmié¢ et al., Microfoundations in the Strategic Management of
Technology and Innovation: Definitions, Systematic Literature Review, Integrative Framework, and
Research Agenda, 154 J. BUS. RSCH. 1, 3 (2023).

394. See Nicolai J. Foss & Torben Pedersen, Microfoundations in International Management
Research: The Case of Knowledge Sharing in Multinational Corporations, 50 J. INT’L BUS. STUD.
1594, 1596 (2019).

395. See NICOLAI J. FOSS & STEFAN LINDER, MICROFOUNDATIONS: NATURE, DEBATE, AND
PROMISE 1 (J.-C. Spencer ed., 2019).

396. See id.

397. Currently, universities receiving federal agency funding are to report:

(a) Number of subject inventionsreported to the Federal agency; (b) Patent
applications filed on subject inventions; (c)Issued patents on subject inventions;
(d) Number of requests and number of requests granted for extension of the time for
disclosures, election, and filing per 37 CFR 401.14(c)(5); (e) Number of subject
inventions conveyed to the Government in accordance with37 CFR 401.14(d);
(f) Number of waivers requested and waivers granted per 37 CFR 401.14(i); (g) Number
of requests for assignment of invention rights; and (h) Summary of utilization information
provided by contractors.

See 37 C.F.R. § 401.16 (2025).

398. See id.

399. See U.S. GOV’T ACCOUNTABILITY OFF., GAO-18-327, FEDERAL RESEARCH: ADDITIONAL
ACTIONS NEEDED TO IMPROVE LICENSING OF PATENTED LABORATORY INVENTIONS 1 (2018).
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reports on [federal] agencies’ patent licensing and other technology
transfer activities.*?® Since 2007, Commerce has delegated to NIST the
role of providing to Congress an annual report summarizing technology
transfer at federal agencies.”*"!

Thus, transparency in reporting and providing a realistic view of the
relationship between faculty inventors and universities should include any
legal battles that are underway. It is important for lawmakers to take this
into consideration. Besides our recommended regulatory amendment, it
would also be helpful for AUTM to request this information in its annual
licensing survey of university TTO performance metrics to further
increase awareness of this issue.

APPENDIX A

Phenomenon: Tension Between University Tech Transfer Office Staff and Faculty Researchers

Faculty Researchers TTO Staff

University Policies: Perceived Affected Perceived

il threat to Distress threat t
Does participating in reat to -
university tech positive caused by positive Actual educational backgrounds,

Iy A tenure& [ ndividual [®¥ performance [€]  Priorwork experience, and years
commercialization count promotion Job evaluation W in the TTO

-
toward tenure? performance Insecurity

evaluation

Other’s perception of the TTO

Perception of TTO staff reputation l staff’s competence

Concems about TTO performance TTO staff perception of faculty

protection of +) functional K N
Previous experience with TTO staff research programs & (.5 d’ysfuncﬁonal l¢| researcher’s motivation to engage

inventions depending in university tech

Peer comments about the TTO onthe reputationof | (Licensing commercialization
staff’s reputation | the TTO staff & their revenues & -
’ of the startups that Time demanded by faculty

(collaboration,

royalty sharing
Disagreements between TTO staff policies, other knowledge
and faculty researchers incentives & rewards sharing &

communication)

Delays by TTO staff |— Time commitment Reputation as evidenced by AUTM

required to engage in |yl ‘«f rankin patent licensing annual
univtech report
commercialization

Disagreements between TTO staff
&faculty researchers

° ¢
invention disclosures create jobs) researchers
Perceived lack of TTO staff Impacted by the
competence intech . . .
T e enced Perceived and TTO staff & Time demanded by university
by their educational backgrounds, [ | ealized support of faculty administrators
prior work experience and years in [:e“"“’srs“‘/“ researcher
the TTO evidence by mission | relationships
funding,

Delays by faculty researchers

Figure 5. University Technology Transfer Job Insecurity Concept
Model

400. U.S. GOV’T ACCOUNTABILITY OFF., GAO-18-327, FEDERAL RESEARCH: ADDITIONAL
ACTIONS NEEDED TO IMPROVE LICENSING OF PATENTED LABORATORY INVENTIONS 9 (2018).

401. U.S. GOV’T ACCOUNTABILITY OFF., GAO-18-327, FEDERAL RESEARCH: ADDITIONAL
ACTIONS NEEDED TO IMPROVE LICENSING OF PATENTED LABORATORY INVENTIONS 9 (2018).
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APPENDIX B

Table 1. Intellectual Property Legal Battles Between Faculty and
Universities: 1981-2021

IP Issue

Matter Description Year | Plaintiff(s) Defendant(s) Type of

Invention

Physics professor Kaloyeros
from SUNY, PhD student
Londergan, and Gelest
founder Arkles developed a
method for producing
extremely thin cobalt layers
used to connect transistors
within integrated circuits.
They transferred their
invention rights to SUNY’s
research foundation, which
then shared ownership and
licensing responsibilities with
Gelest. In 2018, the inventors
learned that semiconductor
Alain E. companies were utilizing the
Kaloyeros cobalt interc_onnc_ect ‘ Professor (Failure to
vs. Research | technology in microchips. .

. . Alain Pursue IP
Foundation However, the foundation Kaloveros Research Infrin
of the State claimed it lacked the financial | 2021 Yeros, Foundation of ers
- . . Ana for Breach
University of | resources to take legal action SUNY

. . Londergan, of Contract)

New York against these companies. and Gelest
(hereinafter Gelest requested that the
“SUNY”)*2 | foundation either relinquish
its ownership stake or sell the
patent, but the foundation
refused. A court ruled in
favor of the plaintiffs on the
breach of contract claim,
while dismissing allegations
related to breach of fiduciary
duty and breach of contract
based on a third-party
beneficiary argument. The
defendant was instructed to
respond to the complaint and
participate in alternative
dispute resolution
proceedings.
Professor Meldrum of Arizona Board | IP
Arizona State University of Regents, Inventorship
Meldrum vs. | claims that Arizona Science 2021 Deidre AzTE, and
Arizona*? and Technology Enterprises Meldrum AzTE
(hereinafter “AzTE”) employees, Unknown
improperly excluded her Rick Sangraw, | but the

IP Policy
Violation

Electronics

402. See Kaloyeros v. Rsch. Found. State Univ. of N.Y., 144 N.Y.S.3d 557 (Sup. Ct. 2021).
403. See Meldrum v. Ariz. Bd. of Regents, No. CV-20-02165, 2021 WL 3371538 (D. Ariz. Aug. 3,
2021).
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Matter

Description

Year

Plaintiff(s)

Defendant(s)

IP Issue

Type of
Invention

from an invention
disclosure. She filed a
lawsuit alleging unjust
enrichment and breach of
contract, asserting that she
was denied a portion of the
revenue generated from the
invention. Meldrum had
acted as the principal
investigator for the research
that led to the invention,
which was disclosed by two
fellow researchers without
informing her or obtaining
her consent.

Jr. and
Augustine
Cheng

invention is
mentioned
as invention
M15-170L

Carnegie
Mellon
University v.
Aleksandar
Kavcic,
Avago
Technologies,
and LSI
Corporation*™*

While pursuing his PhD
under Professor Jose Moura
at Carnegie Mellon
University (hereinafter
“CMU”), electrical
engineering professor
Aleksander Kavcic
developed technology for
reading magnetic disks.
Following a protracted legal
dispute, CMU secured a
$750 million settlement
from semiconductor
company Marvell, which
had produced three billion
chips using the technology
and controlled sixty percent
of the market. CMU
initiated legal action against
Marvell in 2009. More
recently, CMU has filed a
lawsuit against Professor
Kavcic himself.

2020

Carnegie
Mellon
University

Professor
Kavcic, Avago
Technologies,
and LSI
Corporation

P
Infringement

Electronics:
Magnetic
Disk Drives

University of
Arkansas,
Fayetteville
Ex-Professor
Accused of
Profiting Off
Research*®

The University of Arkansas
at Fayetteville terminated
electrical engineering
professor Simon Ang over
allegations that he
improperly used intellectual
property from China’s
Thousand Talents Scholar
Program for personal gain.
These claims also sparked
suspicions of involvement in
Chinese espionage.

2020

University of
Arkansas,
Fayetteville

Professor
Simon Ang

IP Piracy
and IP
Policy
Violation
(Failure to
Disclose)

Electronics:
Electrical
Engineering

404. Carnegie Mellon Univ. v. LSI Corp., No. 18-CV-04571-JD, 2020 WL 5592990 (N.D. Cal.

Sept. 18, 2020).

405. See Jaime Adame, UA Accused Ex-Professor of Profiting Off Research, ARK. DEMOCRAT-
GAZETTE (Sept. 7, 2020, 4:32 AM), https://www.arkansasonline.com/news/2020/sep/07/ua-accused-
ex-professor-of-profiting-off-research/.
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IP Issue
Matter Description Year | Plaintiff(s) Defendant(s) Type of
Invention

Buck Ryan, a journalism

professor at the University

of Kentucky, filed a
Tenured defamation lawsuit after IP Policy
Professor declining to step down Violation
Sues Provost, | following allegations that he 2019 Professor University of
Dean, and withheld $6,000 in textbook Buck Ryan Kentucky
Other royalties—funds that were Course
Admins*® meant for students. The Content

university claimed his

actions breached

institutional policies.

Ashim and Ranjana Mitra,

two pharmacy professors at
University the University of Missouri,
Sues Kansas City, were accused
Professor for | of stealing intellectual IP Piracy
Taking R property from Ashim’s University of | Professors
Graduate’s graduate students. . . R

) . 2019 | Missouri, Ashim and .

Research that | According to estimates, Kansas Cit Raniana Mitra Biotech:
He Stands to | Ashim earned over $1.5 Y J Drug
Make million from the research Invention
Millions and was expected to receive
From?*07 over $10 million in royalties

over the following five

years.

The Israel Institute of IP Polic
Israeli Technology says that Eli Violatioill
University Ben-Sasson, a computer
Sues science professor, broke the Israel Starkware and
Professor for | school’s rules about 2019 | Institute of Professor Eli Computer
Zero- intellectual property. The Technology Ben-Sasson . .
Knowledge institute seeks the transfer of Science: .
Proofs*08 fifty percent of all his shares Blockchain

y p

. Technology

in the company.
Univerity of | The University of Louisville Other:
Louisville litigated against a professor of University of | PGXL and Sta rtui) Loan
Sues Their pathology, laboratory 2018 | Louisville Professor
Co-Founder medicine, biochemistry, and Foundation Roland Vales
of PGXL*?® | molecular biology concerning

406. See Jacob Eads, Tenured Professor Sues Provost, Dean, Other Administrators, KY.
KERNEL (May 14, 2019), https://kykernel.com/22869/news/tenured-professor-sues-provost-dean-other-

administrators/.

407. See Rebecca Trager, University Sues Professor for Taking Graduate's Research that He
Stands to Make Millions from, CHEMISTRY WORLD (Mar. 6, 2019), https://www.chemistryworld.
com/news/university-sues-professor-for-taking-graduates-research-that-he-stands-to-make-millions-
from/3010203.article.

408. See AviMizrahi, Israeli University Sues Professor for Zero-Knowledge Proofs Technology,
BITCOIN.COM NEWS (Apr. 22, 2019), https://news.bitcoin.com/israeli-university-sues-professor-for-
zero-knowledge-proofs-technology.

409. See Colleen Flaherty, Under the Bankruptcy Bus, INSIDE HIGHER ED (Nov. 11, 2018),
https://www.insidehighered.com/news/2018/11/12/u-louisville-foundation-sues-professor-it-partnered-
launch-personalized-medicine-lab.
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IP Issue
Matter Description Year | Plaintiff(s) Defendant(s) Type of
Invention
a $3.5 million loan associated Biotech:
with the Pharmacogenetics Genetics
Diagnostic Laboratory
(hereinafter “PGXL”) and a
university-owned patent.
Washington State
Washington | University claims that a
State spin-off unlawfully IP Piracy
University marketed 135,000 Cosmic .
. . Washington
Sues Its Own | Crisp apple trees without the .
. . A 2018 | State Phytelligence
Spinoff in requisite license. The Universit Plant
Dispute over | institution pursued Y Biotech:
Cosmic restitution for patent Patent
Crisp*!? infringement and legal
expenses.
The University of Waterloo
contended that on-campus
researchers are unable to .
University of | maintain complete rights to IP Pol¥cy
. Violation
Waterloo their intellectual property due .
. . . Salient Energy
Sues Own to sponsorship of the University of
2018 and Professor
Start-Up research by the U.S. Waterloo . .
Linda Nazar Electronics:
over IP Department of Energy. The R
. 411 RS . echargeable
Rights institution wanted to license Batte
Ty
the technology to a
Department of Energy
laboratory.

410. See Taylor Soper, ‘Cosmic Crisp’ Conflict: Washington State University Sues Its Own Spinoff’
in Dispute over ‘Apple of the Future’, GEEKWIRE (Mar. 13, 2018, 10:48 AM), https://www.
geekwire.com/2018/cosmic-crisp-conflict-washington-state-university-sues-spinoff-company-dispute-
apple-future/; see Stephen Kloosterman, WSU, Phytelligence Sue Each Other over Cosmic Crisp Apple,
FRUIT GROWERS NEWS (Mar. 15, 2018), https:/fruitgrowersnews.com/news/wsu-spin-off-
phytelligence-duel-over-cosmic-crisp-apple/; see Jennifer Carter-Johnson, Ritalin to Roundup:
Expanding the Pharmaceutical Industry Statutory Experimental Use Exception to Agriculture, 84
UNIV. CINCINNATI L. REV. 153, 154 (2016). Carter-Johnson examined the statutory experimental use
exception and its potential application to agricultural biotechnology. She argues that the exception,
traditionally applied within the pharmaceutical industry, should be extended to cover the development
of genetically engineered crops. Carter-Johnson highlighted the historical context and legal
interpretations that have shaped the current scope of the experimental use exception. She discussed the
benefits of such an extension, including fostering innovation and reducing legal barriers for researchers
in agriculture. Carter-Johnson addressed potential challenges and criticisms, such as concerns about
patent infringement and the balance between innovation and commercial interests. She advocates for
legal reforms and suggests that a broader application of the exception could lead to significant
advancements in agricultural technology and food security. Interestingly, agricultural biotech patents
are indeed important for food security and there has been litigation between universities and faculty
inventors.

411. See Sean Silcoff, University of Waterloo in Battle with On-Campus Startup over Clean
Energy Invention, GLOBE MAIL (Sept. 30, 2018), https://www.theglobeandmail.com/business/article-
university-of-waterloo-in-battle-with-on-campus-startup-over-clean/.
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IP Issue
Matter Description Year | Plaintiff(s) Defendant(s) Type of
Invention
Nanomedicon, a start-up,
Nanomedicon | utilized a patent licensed to it IP Policy
v. The by a university professor. The Research | Violation
Research SUNY rescinded the license, 2011 | Nanomedicon | Foundation of
Foundation of | asserting that the professor SUNY
SUNY*!2 lacked the authority to assign Biotech
the patent to his spouse.
Karen Norris, a professor of
molecular genetics and
bloghemlstry, filed a lawsuit IP Piracy
Norris v against her employer, Professors
. N accusing it of Karen Norris | University of
University of . . . 2017 .
. 413 | misappropriating vaccine- and Heather | Pittsburgh . .
Pittsburgh’ . . Biotech:
related trade secrets, stealing Kling Vaceine
intellectual property, and
denying her rightful financial
compensation.
University College Dublin
Universit initiated legal action against
College Y one of its own spinoff IP Policy
8 companies, claiming the . . Applied Violation
Dublin Sues . . University
firm failed to provide the Process
Its Own . . . 2017 | College
university with a fifteen ) Company
Start-Up for . Dublin o . .
Shares and percent ownership share. Limited Biotech:
Damages*4 The university sought Drug Patents
& damages for contract
breaches.
The University of
California, Davis filed a
lawsuit accusing several
professors of
misappropriating its
Strawberry intellectual property. In IP Piracy
Scientist Is response, the inventors
launched a $45 million University of
Sued over . . . . Professor
. counterclaim, asserting that | 2017 | California,
the Fruits of . . . . . Douglas Shaw | Plant
. the university withheld their Davis .
His . . Biotech:
415 | innovations for pest- and
Research . . Patent
disease-resistant crops by
storing the materials away
in a freezer instead of
transferring the novel
strawberry into the global
marketplace.

412. Nanomedicon, LLC v. Rsch. Found. of State Univ. of N.Y., 784 F. Supp. 2d 153 (E.D.N.Y.

2011).

413. Norris v. Univ. of Pittsburgh, No. 17-229, 2017 WL 4235943 (W.D. Pa. Sept. 25, 2017).

414. Ellie Donnelly, UCD Sues Pharma Startup for Slice of €100m Biotech Pie, IRISH INDEP.
(Dec. 3, 2017), https://www.independent.ie/business/irish/ucd-sues-pharma-startup-for-slice-of-100m-
biotech-pie/36373555.html.

415. See Scott Smith, Strawberry Scientist Is Sued over the Fruits of His Research, THE
https://apnews.com/article/business-science--

ASSOCIATED PRESS (May 5,

95918a4f43ea4511a503e9238b14coal.

2017, 6:15 PM),
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IP Issue
Matter Description Year | Plaintiff(s) Defendant(s) Type of
Invention
Former Postdoctoral researcher P .
Harvard Inventorship
Alexander Arefolov filed a
Post-Doc . . Harvard and
. lawsuit against Professor Alexander
Suing - 2017 Professor
. . Matt Shair and Harvard Arefolov . .
University . . Matthew Shair | Biotech:
University for purportedly
for Patent being omitted from a patent Cancer
Royalties*!® & P ’ Treatment
Professor Decker developed
a cancer therapy treatment
while at the University of
Texas (hereinafter “UT”)
and subsequently joined the
faculty at Baylor. Genestix
obtained a license for the P
Gensetix Inc. | patent from the UT System. Infringement
v. Board of The license said that the Professor The Board of
Regents of licensee was authorized to - Regents of the
; . T . 2020 | William ; . .
University of | initiate infringement claims, Decker University of Biotech:
Texas and if not, UT was Texas System | Cancer
System*!” permitted to do so. Treatment
Genestix attempted to Method
litigate against Decker and
Baylor for infringement.
The UT System declined
participating in a lawsuit by
invoking sovereign
immunity.
The University of Oregon
(hereinafter “UO”) urged
Professor Kaminski and
Professor Good to establish
the Dynamic Measurement
Group (hereinafter “DMG”)
Measurement . : Dynamic . . nfringement
The UO declined to enter University of
Group v. . . 2015 | Measurement
L into an agreement granting Oregon
University of . . Group C "
Oregon*!® DMG §ole owne_rshlp while omputer
providing UO with Software

nonexclusive license rights.
The U.S. District Court
upheld the lower court’s
ruling in favor of DMG
regarding intellectual
property infringement.

416. See Akshitha Ramachandran, Former Harvard Post-Doc Suing University for Patent
Royalties, THE HARV. CRIMSON (May 10, 2017), https://www.thecrimson.com/article/2017/5/10/
postdoc-sues-patent-royalties/.

417. See Gensetix Inc. v. Bd. of Regents of Univ. of Tex. Sys., 966 F.3d 1316, 1319 (Fed. Cir.
2020).

418. See Dynamic Measurement Grp., Inc. v. Univ. of Or., 121 F. Supp. 3d 1047, 1053, 1069
(D. Or. 2015).
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Matter

Description

Year

Plaintiff(s)

Defendant(s)

IP Issue

Type of
Invention

James W.
Lillard v.
University of
Louisville*!?

Dr. Lillard, a former
associate professor, initiated
legal action against the
University of Louisville for
racial discrimination. He
claimed to have been
subjected to disparate
treatment compared to
similarly situated non-
African Americans,
including the denial of
laboratory and office space
and restrictions on
participation in specific
research initiatives. Dr.
Lillard solicited information
from file servers pertinent to
his accusations. The tech
transfer office had executed
material transfer agreements
and non-disclosure
agreements concerning
Lillard’s research, but it did
not authorize any equipment
transfers from the university
to Lillard’s current
employer, Morehouse. The
court directed Lillard to
provide valid justification
for requesting a search of
certain university file
servers and ordered the
university to produce grant-
related documents,
including proposals,
financial records tied to
computer purchases, and
pertinent personal and
administrative files.

2015

Professor
James Lillard

University of
Louisville

Other:
Spoilage of
Evidence

Biotech

Pedersen v.
Geschwind*?®

Professor Peter Pedersen,
affiliated with the Oncology
Department at Johns Hopkins
University (hereinafter
“JHU”), was one of three
listed inventors on two
chemotherapy-related patents.
Pedersen opposed including
the Chief of Oncology at USA
Vein Clinics—who had
previously served as a
radiology professor at JHU—
as a named inventor on those
patents.

2015

Professor
Peter
Pedersen

JHU School of
Medicine and
Dr. Jean—
Francois
Geschwind

P
Inventorship

Biotech:
Chemotherapy

419. See Lillard v. Univ. of Louisville, No. 3:11-CV-554-DJH, 2015 WL 3480571, at *3-7
(W.D. Ky. 2015).
420. See Pedersen v. Geschwind, 141 F. Supp. 3d 405, 408 (D. Md. 2015).
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According to Professor
University of | Macfarlane, he was IP Pirac
Towa excluded from a medicine y
Professor sale, and his research was Professor University of
Sues for $25 | shut down by the University | 2012 | Donald Towa Research Biotech:
Million in of Towa Research Macfarlane Foundation Dru :
Drug Foundation. The professor Inve%ltion
Royalties*?! | demanded damages and lost
income totaling $25 million.
Craig Thompson, the former
scientific director of the
University of
Pennsylvania’s Abramson
Family Cancer Research
Institute, was sued for
Billion- allegedly misrepresenting
Dollar his work on cancer Abramson IP Policy
Lawsuit metabolism. Thompson was Family Violation
Highlights accused of unfairly taking Cancer Crai
Shlig advantage of studies on the 2012 | Research &
Need for ; . Thompson . .
Clarity in metabolism of cancer cells Institute at Biotech:
University IP by assisting in the founding University of Drug
Policies“z}é of Agios, a pharmaceutical Pennsylvania Invention
business that applied for
patents on the findings. By
not telling the institution
about his research and
findings, Thompson
reportedly violated his
fiduciary duty to them.
The Roswell Park Cancer .
. IP Policy
Institute allegedly neglected L
. . Violation
to credit Professor Emeritus
Matta v. L Roswell Park (Breach of
Matta, a research chemist in
Roswell Park . . Cancer Contract)
the Cancer Biology Dr. Khushi .
Cancer 2011 Institute,
3 Department, as a co- Matta
Institute inventor on patent filings for Health
Corp.*®3 . P 2 Research Inc. | Biotech:
specific carbohydrate Cancer
compounds used to treat
Treatment
cancer.

421. See U. of lowa Researcher, Foundation Headed to Trial, CBS NEWS (May 5, 2012, 3:49 PM),
https://www.cbsnews.com/minnesota/news/u-of-iowa-researcher-foundation-headed-to-trial/.

422. See UPenn Cancer Institute’s Suit Against Ex-Director Reflects Greater Focus on IP
Protection, GEN (Feb. 6, 2012), https://www.genengnews.com/news/upenn-cancer-institutes-suit-
against-ex-director-reflects-greater-focus-on-ip-protection/.

423. See Matta v. Roswell Park Cancer Inst. Corp., No. 11 Civ. 599, 2011 WL 3104889, at *1
(S.D.N.Y. 2011).
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Sanford Bolton, a former .
. . IP Policy
professor of biostatistics, L
. . Violation
and Spiridon Spireas, a
graduate student, were sued Sanford Bolton,
St. John’s by St. _th ns Unlyer51ty for S SP?‘id"“ Biotech:
: . $30 million, alleging that St. John’s Spireas, and
University v. . . 2010 . . Water
Bolton?24 they established a business University Hygrosol Soluble
that made money off of Pharmaceutical Powdered
research they did while they Corp.
) Forms of
were students there without S
aying the university any Liquid
bay Medicine
money.
Professor Bruce Gray
transferred intellectual
property rights to Sirtex
Medical—a company where
he held a directorship and
owned shares—instead of
assigning them to his
university. The judge noted IP Policy
that, starting in 1988, the Violation
University of | university had discontinued . .
. - . University of
West its IP committee responsible Professor
. - 2010 | West .
Australia v. for reviewing such Australia Bruce Gray Biotech:
Gray*? disclosures. Ultimately, the Microspheres
court determined that the and Cancer
university could not Treatment
lawfully claim ownership of
an employee’s property
rights and clarified that a
formal obligation to conduct
research did not equate to a
legal obligation to produce
inventions.

424. See Feldman & Clayton, supra note 47; see St. John’s Univ. N.Y. v. Bolton 757 F. Supp. 2d
144, 152 (E.D.N.Y. 2010); see Brendan Borrell, Univ. Sues Biostatistician for $30M, THE SCIENTIST

(Dec. 1, 2008), https://www.the-scientist.com/univ-sues-biostatistician-for-30m-44565.

425. See Mary Still & Lauren Kapp, Employers, Employees, and Intellectual Property: The Saga
of University of Western Australia v Gray, CLAYTON UTZ (Mar. 29, 2010), https://www.claytonutz.
com/insights/2010/march/employers-employees-and-intellectual-property-the-saga-of-university-of-
western-australia-v-gray; see Notable IP Disputes About Student and Faculty Inventions, supra

note 193.
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University of
Pittsburgh v.
Hedrick*?®

Dr. Adam Katz, Dr. Ramon
Llull, and Marc Hedrick
filed an invention disclosure
in April 1998. Hedrick
rejoined UCLA in June
1998, where he established a
lab alongside Prosper
Benhaim and Hermann
Peter Lorenz. In 1999, Min
Zhu became a member of
the UCLA team. Katz,
Llull, and Hedrick were
listed in two patent
applications submitted by
the University of Pittsburgh
in March 1999. Hedrick
filed an invention disclosure
with UCLA in February
2000. In March 2000, the
University of Pittsburgh
submitted an international
patent application naming
Katz, Llull, Hedrick, and—
unexpectedly—Benhaim,
Lorenz, and Zhu as
inventors. However, in
2004, the university initiated
legal proceedings to remove
Hedrick, Benhaim, Lorenz,
and Zhu from the list of
inventors. The lower court
determined that these
individuals were not co-
inventors of the patent. This
decision was upheld by the
U.S. Court of Appeals,
which concluded that Katz
and Llull had fully
conceived the invention
prior to any contributions
made by the appellants.

2009

University of
Pittsburgh,
Dr. Adam
Katz, and Dr.
Ramon Llull

Marc Hedrick,
Prosper
Benhaim,
Hermann Peter
Lorenz, and
Min Zhu

P
Inventorship

Biotech:
Stem Cell
Research

426. See Univ. of Pittsburgh of Commonwealth Sys. of Higher Educ. v. Hedrick, 573 F.3d. 1290,
1293-95 (Fed. Cir. 2009).
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Max-Planck
\2
Whitehead*?’

Dr. Thomas Tuschl, co-
founder of Alnylam
Pharmaceuticals, played a key
role in developing an RNA
interference therapy capable
of silencing specific genes.
His fellow inventors were
affiliated with MIT and the
Whitehead Institute. Alnylam
holds a license to the Tuschl I
patent. After establishing a
research lab at the Max Planck
Institute, Dr. Tuschl facilitated
Max Planck’s exclusive
licensing of its rights in the
Tuschl IT patent application to
Alnylam for therapeutic use.
Meanwhile, the University of
Massachusetts granted
licenses for Tuschl I to Sirna
and CytRx. The plaintiffs
claimed that Whitehead
violated its obligations by
submitting separate
overlapping patent
applications concurrently with
Max Planck’s filings for
Tuschl II. The court
ultimately denied the
plaintiffs’ request for a
preliminary injunction.

2009

Max-Planck
& Alnylam
Pharma., Inc.

Whitehead
Institute for
Biomedical
Research,
MIT, and
Board of
Trustees of the
University of
Massachusetts

IP Policy
Violation

Biotech:
RNA Gene
Therapy

University of
Missouri
Sues
Professor
over
Patents*?$

Galen Suppes, a chemistry
professor at the University
of Missouri, was accused of
refusing to give the
institution the rights to over
thirty inventions created on
campus, including several
that dealt with green energy.
Professor Suppes was forced
to reimburse the University
of Missouri System for
$600,000 in damages in
2017.

2009

University of
Missouri

Professor
Galen Suppes

IP Policy
Violation

Biotech:
Diesel Fuel
Additive,
Fuel Cell
Tech, and
Green
Energy

Falana v.
Kent

Kent State University
(hereinafter “KSU”)
employed Professor Olusegun
Falana to work on the
development of additives for
liquid crystal displays. In

2008

Professor
Olusegun
Falana

Kent State
University

P
Inventorship

Electronics

427. Max-Planck-Gesellschaft Zur Forderung der Wissenschaften E.V. v. Whitehead Inst. for
Biomedical Rsch., 650 F. Supp. 2d 114 (D. Mass. 2009).
428. See Suppes v. Curators of Univ. of Mo., 613 S.W.3d, 836, 843 (Mo. Ct. App. 2020); see
University of Missouri Sues Professor over Patent, THE WICHITA EAGLE, https://www.kansas.com/
news/article1005643.html (Jan. 28, 2009, 2:44 PM); see Notable IP Disputes About Student and
Faculty Inventions, supra note 193.
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Displays, 1999, Falana created a
Inc.4? manufacturing process before

departing from KSU.

Subsequently, Professor Seed

advanced the research using

Falana’s method. KSU later

launched a spinoff company,

Kent Displays, and in 2004, a

patent was granted that did not

include Falana as an inventor.

Professor Sclimenti claimed

that he was excluded from a

patent application during its

prosecution, despite IP Piracy and
Stanford PhD | agqerting that he contributed Inventorshi
Student Sues p

to the development of a Stanford
School for . . . . . .

gene modification technique Christopher University and
Breach of 2008 . . . .
Contract over covered by the patent. He Sclimenti Professor Biotech:

. further alleged that Stanford Michele Calos | Gene
Inventorship ! ! .
430 profited commercially from Modification

the patents but did not Technique
compensate him with his
rightful share of the
proceeds.
A JHU resident physician IIrl:frin ement
lost a legal battle with the €
university over patent
infringement. The patent . . .
Chambers v. Michael JHU and Biotech:
31 was owned by JHU and 2007 . .
Cooney . Cooney SurModics Intravitreal
licensed to InnoRx, a firm .
Coil and
that Cooney co-founded. .
Subretinal
The company was Drug
purchased by SurModics. Delivery
Two patents on synthetic
DNA sequence design
. . . P
Research inventions by Brian Infringement
. Faldasz, Dr. Michael Lane,
Foundation X Research (Breach of
and Dr. Albert Benight . .
of SUNY v. R 2008 | Foundation Luminex Contract)
- were acquired by the SUNY
Luminex . of SUNY
Corp 432 Research Foundation
orp. .
(hereinafter the Biotech
“Foundation”). In 1992, the
creators founded TM

429. See Falana v. Kent Displays, Inc., No. 5:08CV720, 2008 WL 11381832, at *1 (N.D. Ohio
2008).

430. See Sclimenti v. Leland Stanford Junior Univ., No. 08-CV-1730 W, 2009 WL 10671524,
at *1 (S.D. Cal. Dec. 21, 2009); see Suresh Pillai, Stanford Graduate Student Adds Claims to Suit
against Mentor and Professor over Patent Inventorship, PATENT DOCS (July 7, 2009), https://www.
patentdocs.org/2009/07/bio.html.

431. See Chambers v. Cooney, No. 07-0373, 2007 WL 3287364, at *4-5, (S.D. Ala. Nov. 2,
2007).

432. See Rsch. Found. of State Univ. of N.Y. v. Luminex Corp., No. 1:07-CV-1260, at *2
(N.D.N.Y. Nov. 3, 2008).



(07) HAMILTON FINAL.DOCX (DO NOT DELETE)

11/3/25 8:19 AM

2025]

LOVE AND HATE IN UNIVERSITY TECHNOLOGY

417

Matter

Description

Year

Plaintiff(s)

Defendant(s)

IP Issue

Type of
Invention

Technologies, a biotech
research business. TM was
granted a patent license by
the Foundation. TM was
acquired by Luminex in
2007 and rebranded as
Luminex Molecular
Diagnostic. The
Foundation claims that
Luminex violated the terms
of the original licensing
agreement by transferring
intellectual property
without the Foundation’s
approval and by TM's
failure to reimburse the
charity for royalties.

Fenn v.
Yale*?

For his work in mass
spectrometry that resulted in
the patent for electrospray
ionization—a technique for
figuring out the molecular
weight of organic
compounds—Professor
Fenn was awarded the 2002
Nobel Prize in Chemistry.
After Yale University
granted Analytica a patent
license, Professor Fenn filed
a lawsuit against the
university for patent
infringement. In order to
request that the patent be
assigned to the institution,
Yale filed counterclaims
against Professor Fenn. The
court decided in Yale
University’s favor.

2003

Professor
John Fenn

Yale
University

IP Policy
Violations
(Theft and
Failure to
Disclose)

Biotech:
Electrospray
Tonization

University of
Alabama at
Huntsville v.
Harris**

The University of Alabama
at Huntsville initiated a
lawsuit against Professor
Milton Harris, a co-founder
of Serina Therapeutics, for
patent infringement
following his
commercialization of an
invention he patented and
developed during his tenure
at the university. Harris
established Shearwater

2006

University of
Alabama at
Huntsville

Professor
Milton Harris

P
Infringement

Biotech:
PEG
Technology
for Ten
Drug
Products

433. See Fennv. Yale Univ., 283 F. Supp. 2d. 615, 620-21, 640 (D. Conn. 2003); see Fenn v. Yale
Univ., No. 05-2663-cv, 184 Fed.Appx. 21, 22 (2d Cir. 2006); see David Glenn & Goldie Blumenstyk,
Patent Disputes with Professors Lead to Judgment for Yale U., Lawsuit by UMass., 51 CHRON. HIGHER

EDUC. 1 (2005).

434. See Feldman & Clayton, supra note 47, at 48-49.



(07) HAMILTON FINAL.DOCX (DO NOT DELETE)

11/3/25 8:19 AM

418

HOFSTRA LABOR & EMPLOYMENT LAW JOURNAL

[Vol. 42:2

Matter

Description

Year

Plaintiff(s)

Defendant(s)

IP Issue

Type of
Invention

Polymers in 1992,
producing Polyethylene
Glycol (hereinafter “PEG”)
technology used in ten
pharmaceutical products,
including Neulasta for
Amgen and Pegasys for
Roche, which collectively
generated $100 billion in
sales. The university
prevailed in the legal
dispute; Harris paid
damages, and in return, the
university agreed to
discontinue its pursuit of the
patent claim.

Sues Yale
over

Biochemist

Royalties*s

Professor Spicer filed a
lawsuit after being excluded
from receiving royalties
generated by the sale of a
blood test designed to monitor
clotting in patients taking
blood thinners. At the time
the invention was developed,
she was engaged in
postdoctoral research. Her co-
inventor, Professor
Konigsberg, received royalty
payments.

2006

Professor
Eleanor
Spicer

Yale
University and
Professor
William
Konigsberg

IP Policy
Violation

Biotech:
Process
Used in
Prothrombin
Time Tests

Rutgers
AAUP
Rutgers, T

State
University

Council of

Chapters v.

he

436

In 2003, the Rutgers chapter
of the American Association
of University Professors
(hereinafter “AAUP”)
submitted a petition to the
Public Employment
Relations Commission
(hereinafter “PERC”)
requesting a ruling on
whether specific elements of
Rutgers’ patent policy
required mandatory
collective bargaining and
could not be implemented
unilaterally by the
University. In 2004,
Rutgers contested the final
decision of the PERC,
which affirmed specific
aspects of the AAUP’s
stance. The Supreme Court
of New Jersey partially
affirmed and partially

2005

Rutgers
Council of
AAUP
Chapters

Rutgers, The
State
University

IP Policy
Revision

Impacts All
Inventions

435. See Susan Warner, Biochemist Sues Yale over Royalties, THE SCIENTIST (Nov. 14, 2006),
https://www.the-scientist.com/biochemist-sues-yale-over-royalties-47026.
436. See Rutgers Council of AAUP Chapters v. Rutgers, State Univ., 884 A.2d 821, 823, 828
(N.J. App. Div. 2005).
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reversed the decision in this
case. The court determined
that Rutgers was unable to
avoid its duty to negotiate
the terms of patent
assignments by
incorporating the issue into
its patent policy.

Sanders v.
Mount Sinai
School of
Medicine*’

In 1998, Dr. Sanders and
Dr. Shaari received a patent
for the treatment of eight
medical conditions utilizing
a neurotoxin known as
botulinum toxin.
Conditions included
hyperhidrosis, rhinorrhea,
and postnasal drip. Mount
Sinai received an
assignment of the patent
from Sanders and Shaari. In
2001, the Patent and
Trademark Office
(hereinafter the “PTO”)
announced an interference
involving the patent and a
patent assigned to Allergan
Pharmaceutical. In the
interference proceeding, the
PTO aimed to ascertain
which inventors held
priority for the patented
applications of two uses.
Allergan developed Botox
after obtaining a license for
the patent from Mount
Sinai. The PTO accepted
Mount Sinai’s concession of
priority and subsequently
removed seven claims from
the botulinum patent. In an
expert report authored by
attorney Maurice Stiefel, it
was alleged that Mount
Sinai failed to take
appropriate steps to preserve
its patent rights. Mount
Sinai moved to exclude the
expert report, but the court
denied its motion to strike.

2005

Ira Sanders
and Chris
Shaari

Mount Sinai
School of
Medicine

Other:
Breach of
Contract

Biotech:
Botox

437. See Sanders v. Mount Sinai Sch. of Med., 418 F. Supp. 2d. 339, 339-40, 342 (S.D.N.Y. 2005).
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Professor Robert‘ Bplto_n Other: Use
received $350 million in of IP
royalties and entered into a .
Professor . X . Royalties for
deal with the University of
Sues . a Research
. . South Florida to allocate Professor . . o
University University of | Facility
these funds for a cancer 2005 | Robert .
Over o South Florida
Building He research facility. The Bolton
438 | university retracted from the .
Is Funding L Biotech:
agreement. In retaliation,
N Cancer
Bolton initiated legal
. Treatment
proceedings.
Professor Badylak received
sponsorship from Cook
Biotech to investigate the
application of small
intestines as a skin graft.
Another Harvard researcher,
Spievack, was utilizing P
bladder tissue as donor graft Infringement
material for a start-up €
Purdue v. ?::;:Sﬁér?i‘irll’v;he?go 2005 Purdue Professor
Badylak**® . . University Badylak Biotech:
discuss their results,
Bladder
although they never Ti
issue as
collaborated. Each
. Donor Graft
developed unique, patented
innovations. Cook Biotech
alleged that Badylak and
Spievack incited Acell to
violate Cook’s patents.
Badylak was unexpectedly
dismissed by Purdue.
Frederic Stern, a graduate
student researcher, filed a
lawsuit against Columbia P
University to be added to Inventorship
the patent on Xalatan, a . Trustees of
Stern v. Frederic .
Columbia® breakthrough glaucoma 2005 Stern Columbia
medicine. The court could University Biotech:
not prove his co-inventor Glaucoma
status because his faculty Drug
supervisor deleted his
notebooks.
Gerald Biby was discharged
for publlc}y protestm_g in Board of IR Pol}cy
anger against the University Violation
. N Regents, of the
Biby v. of Nebraska’s refusal to . ; ;
. . . 2005 | Gerald Biby | University of
University of | engage in an agreement
Nebraska at
between Corn Card and Lincoln Plant
Gemplus. Biby appeared to Biotech
be involved in the deal

438. See Jennifer Couzin, Professor Sues University over Building He Is Funding, 310 SCIENCE
1101-02 (2005).

439. See Notable IP Disputes About Student and Faculty Inventions, supra note 193.

440. See id.
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Nebraska at structure. The University
Lincoln**! terminated his employment
for falsely claiming the
authority to bind the
institution in a contract.
Michael Therien, a IP Policy
Professor chgmistry professor_, ) Violation
Sues claimed that th_e Unlyer51Fy
University of Pennsylvan}la denied him Pr_ofessor University of ‘
over Proﬁts‘ from his ten patented | 2006 Mlch_ael Pennsylvania ElecFronlcs:
Technology inventions. The pr(?fessor Therien Med{cal
Rights*? pursued compensation for Imaging and
damages to his reputation Diagnostics
and $100,000 in lost profits. and Telecom
The co-inventor of the
combined MRI-CT scanner
and the PET scan was
recruited by the University
of Pittsburgh to develop and
test the initial PET clinical
facility. The combined
scanner was developed
before Dr. Townsend’s
tenure at Pittsburgh, and he 1P
informed the university that Infringement
University of | he had transferred his . .
Pittsburgh v. | interests, along with his co- | 2008 Uplversﬁy of | Professor
Townsend** | inventor, to a prior sponsor. Pittsburgh Townsend Electronics:
s p D!
Subsequently, upon MRI-CT
recognizing the invention’s Scanner

profitability, Pittsburgh
initiated legal action against
Townsend, his co-inventor,
and the sponsoring
company, alleging fraud and
additional claims. The
inventors succeeded in court
following an extended legal
dispute.

441. Biby v. Bd. of Regents, Univ. of Neb. at Lincoln, 419 F.3d 845 (8th Cir. 2005); see Barker,
supra note 193, at 202.
442. See Stephen Jenei, Professor Sues University over Technology Rights, PATENT BARISTAS
(Nov. 22, 2004), https://patentbaristas.com/archives/2004/11/22/professor-sues-university-over-
technology-rights/; see Therien v. Trustees of Univ. of Pa., No. 04-4786, 2006 WL 83448 (E.D. Pa.

Jan. 10, 2006).

443. See Notable IP Disputes About Student and Faculty Inventions, supra note 193; see Univ.
of Pittsburgh v. Townsend, 542 F.3d 513, 514, 521 (6th Cir. 2008).
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Du Pont v.
Okuley*#*

Professor Okuley conducted
a Du Pont-sponsored project
at Washington State
University, which yielded
unsatisfactory experimental
results. Subsequently,
during his tenure at The
Ohio State University, his
research successfully
identified the FAD2 gene’s
influence on fatty acid ratios
in plants. Du Pont asserted
ownership rights over the
innovation developed at
Ohio State. The two
universities exhibited
divergent intellectual
property policies.
Ultimately, Ohio State
retracted its assertions.
Washington State aligned
with its corporate sponsor,
leaving Okuley to navigate
the situation independently
against Du Pont. The court
determined that Du Pont
holds exclusive ownership
of the patent related to his
research.

2003

Du Pont

Professor
Okuley

IP Policy
Violation
(Ownership)

Plant
Biotech:
Fatty Acids
Ratio in
Plants

Kaswan v.
University of
Georgia and
Allergan**

Professor Kaswan
developed Restasis® during
her tenure at the University
of Georgia (hereinafter
“UGA”) and subsequently
secured a licensing
agreement with Allergan.
Allergan subsequently
prompted UGA to covertly
capitalize on the Restasis
license, reclaiming over
$220 million in royalty
obligations. UGA initiated
a lawsuit against Kaswan
for trademark infringement
to avert potential disruption
of monetizing the Restasis
license, while concurrently
retaining her portion of
royalty income. Kaswan
successfully defended
against the trademark
infringement case.
However, UGA and

2003

Professor
Kaswan

University of
Georgia
Research
Foundation

P
Infringement
and IP
Policy
Violation

Biotech:
Restasis

444. See Notable IP Disputes About Student and Faculty Inventions, supra note 193.

445.

See id.; see Feldman & Clayton, supra note 47.
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Allergan obtained a
summary judgment
regarding monetization.
The UGA Research
Foundation repeatedly
delayed the appeal, thereby
depleting Kaswan’s
resources. The dispute was
resolved outside of court in
2010, with the UGA
Research Foundation
compensating Kaswan for
her inventor's share of the
money.

Chris
Johnson’s

the

Utah*6

Battle with

University of

Professor Chris Johnson
spent years negotiating with
the University of Utah to
make the SCIRun software’s
open-source code available
to the public. The software
was released under a license
that grants academics
unrestricted access but
retains the right to royalties
in the event that the code is
commercialized. This was
the compromise.

2002

Professor
Chris
Johnson

University of
Utah

IP Open
Source Plea

Computer
Science

Nimitz*47

University of
New Mexico
v. Jonathan

Jonathan S. Nimitz, a
former researcher, was sued
by the University of New
Mexico for the rights to
discoveries he made after
leaving the school, but the
complaint was finally
withdrawn. The findings
were variants of a substance
he created while attending
the institution.

2002

University of
New Mexico

Jonathan
Nimitz

IP Policy
Violation

Biotech:
Compounds

Madey v.
Duke
University

448

Duke University hired
Professor Madey to
establish and lead a premier
laser technology laboratory.
After terminating his
employment, Duke
continued to use two of
Madey’s patented lasers,
which had been developed
before his tenure at the

2002

Professor
John Madey

Duke
University

P
Infringement

Electronics:
Lasers

446. See Jeffrey Benner, Public Money, Private Code, SALON (Jan. 4,2002, 8:29 PM), https://www.
salon.com/2002/01/04/university _open_source/.

447. See Feldman & Clayton, supra note 47; see Goldie Blumenstyk, Universities Try to Keep
Inventions from Going ‘Out the Back Door’, 48 CHRON. HIGHER EDUC. 2 (2002).

448 See Feldman & Clayton, supra note 47; see Notable IP Disputes About Student and Faculty
Inventions, supra note 193; see Madey v. Duke Univ., 266 F. Supp. 2d. 420 (M.D. N.C. 2001).
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university. Duke argued
that its use fell under the
“experimental use”
exemption. Madey filed a
lawsuit for patent
infringement, and the
Federal Circuit Court of
Appeals ruled in his favor.
The U.S. Supreme Court
declined to review Duke’s
appeal, leaving the lower
court’s decision intact.

Chou v.
University of
Chicago**®

Dr. Chou, a postdoctoral
researcher at the University
of Chicago, co-developed a
vaccine targeting the herpes
virus. However, her
supervisor, Dr. Roizman,
allegedly omitted her from
the patent application and
concealed her involvement.
Dr. Chou filed suit seeking
correction of inventorship,
alleging fraudulent
concealment and related
claims. The state court
initially dismissed the case,
citing her obligation under
her employment contract to
assign all rights to the
university. On appeal, the
Federal Circuit reversed the
decision, recognizing that
Dr. Chou had a financial
interest in the invention—
entitling her to twenty-five
percent of royalties under
university policy.

2001

Dr. Chou

University of
Chicago

P
Inventorship

Biotech:
Vaccine for
Herpes

Shaw v.
Regents of
the
University of
California*>®

Professor Shaw joined the
University of California
(hereinafter “UC”) in 1986
under an intellectual
property policy that
provided a 50:50 split of
royalties between the
university and the inventor.
UC later amended the
policy, reducing the
inventor’s share to twenty-
five percent, and sought to
apply this change
retroactively to the royalties
generated by Shaw’s lab

1997

Professor
Shaw

Regents of the
University of
California

IP Policy
Violation

Plant
Biotech:
Patent

449. See Notable IP Disputes About Student and Faculty Inventions, supra note 193.

450. See id.
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from its proprietary
strawberry hybrids. Shaw
filed a lawsuit against the
UC system to uphold the
terms of his original
agreement and ultimately
won in the California
Supreme Court.

Colorado

University of

Foundation
v. American
Cyanamid*!

The University of Colorado
Foundation claimed that
Professor Robert Allen,
specializing in hematology
and biochemistry, and
medical professor Paul
Seligman conducted
research on the prenatal
multivitamin supplement
Materna, that was produced
by Cyanamid. The
professors developed a
reformulated version of the
supplement. Cyanamid
allegedly incorporated
content from their published
article into a patent
application without
crediting them as inventors,
instead listing Dr.
Ellenbogen as the sole
inventor. Professors Allen
and Ellenbogen were known
to be colleagues who
regularly exchanged
manuscripts and
presentation materials.
Allen shared the findings of
his study with Seligman
with Ellenbogen. Cyanamid
provided grant funding as
well as a third trial protocol.
Ellenbogen informed the
patent counsel for Cyanamid
that Allen and Seligman’s
functions were only
technical. The foundation
was not informed of the
reformulation by Allen and
Seligman. Cyanamid was
sued by the foundation for
fraud. The court determined
that Cyanamid was liable
and that Allen and Seligman
were the real inventors.

1997

University of
Colorado
Foundation

American
Cyanamid

IP Theft
(Fraud)

Biotech:
Reformulation
of Materna
Prenatal
Multivitamin

451.

Univ.

of Colo. Found., Inc. v. Am

. Cyanamid Co., 974 F. Supp. 1339 (D. Colo. 1997).
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Rutgers v.
AAUP
American
Federation of
Teachers*2

Rutgers University amended
its intellectual property
policy in a manner that
disadvantaged faculty
inventors—cutting royalty
payments to both individual
inventors and their
departments and rescinding
other IP-related rights. The
changes were intended to
apply retroactively. When
the AAUP contended that
such revisions required
faculty negotiation, Rutgers
initiated legal action to
enforce the new policy. The
court ultimately held that
while royalty rates must be
subject to faculty
negotiation, the university
retained the authority to
unilaterally and
retroactively alter all other
intellectual property
provisions.

1996

Rutgers
University

AAUP on
Behalf of the
Rutgers
Professors

IP Policy
Violation

Impacts All
Inventions

Kucharczyk
v. Regents of
the
University of
California**?

A group of science
professors filed a lawsuit
seeking to correct the
inventorship of a patented
technology. However, the
court determined that, due to
their obligation to assign the
invention to the university,
they held no personal stake
in the patent. It further
ruled that the inventors had
waived their right to pursue
legal action to amend
inventorship. The
university ultimately
licensed the technology for
$25,000, a figure the
inventors claimed
significantly undervalued its
true worth.

1996

Professor
Kucharczyk

Regents of the
University of
California

P
Inventorship

Biotech:
Method of
Detecting
Blood
Perfusion
with a
Chemical
Compound

452. See Notable IP Disputes About Student and Faculty Inventions, supra note 193.
453. See Barker, supra note 193, at 199; see Seymore, supra note 193; see Kucharczyk v.
Regents of Univ. of Cal., 946 F. Supp. 1419 (N.D. Cal. 1996).
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This case originated from a
conflict involving a
sponsored research
agreement with a chemical
company concerning a
licensed patent. Professor IP Policy
Senkan claimed entitlement Violation
to half of the research
Senkan v. funding, treating it as . )
Tllinois royalty income. In 1990, Professor Illinois l];)’rl(())zzzksl'that
Institute of when he was fired by the 1994 . Institute of .
. . Selim Senkan Extracts High
Technology Illinois Institute of Technology Molecular
454 Technology, he filed a Weight
lawsuit against the Hydrocarbon
university. The court from Natural
ultimately ruled that he was Gas
not personally entitled to the
research funds, stating that
such an arrangement was
not consistent with standard
institutional practices.
Petr Taborsky served as a
research assistant on a
project funded by Florida
Progress Corporation. After
the sponsored research
concluded, Taborsky
asserted that he was granted IP Policy
Petr approval by a dean in the Violation
Taborsky’s College of Engineering, to (Failure to
Fight with pursue independent University of Assign)
the experiments. Upon 1993 . Petr Taborsky
. . s Ll South Florida
University of | achieving a significant
South breakthrough, both the Chemistry:
Florida* university and the Florida Reuse of
Progress Corporation Cat Liter
claimed ownership of the
discovery. The ensuing
legal dispute led to
Taborsky receiving a 3.5-
year prison sentence for
theft of university property.

454. See Barker, supra note 193, at 180.

455. See Eyal Press & Jennifer Washburn, The Kept University, THE ATL. MONTHLY (Mar.
2000), https://www.theatlantic.com/magazine/archive/2000/03/the-kept-university/306629/ (stating
that “the university improperly sheltered revenue by dramatically discounting the patents it licensed
to manufacturers in exchange for more than $20 million in research funding”). Press & Washburn
state that “the university improperly sheltered revenue by dramatically discounting the patents it
licensed to manufacturers in exchange for more than $20 million in research funding.” See Disputes
Rise over Intellectual Property Rights (NPR radio broadcast, aired Sept. 30, 1996, 11:23 AM)
(transcript on file with author). This NPR Morning Edition episode transcript is an interview of
Taborsky and university attorney Noreen Segress. See Julie L. Nicklin, Prison Term in a Patent Case,
THE CHRON. OF HIGHER EDUC. (Aug. 4, 1993), https://www.chronicle.com/article/prison-term-in-a-

patent-case/.
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Singer v.
Regents of
the
University of
California*>

Jerome Singer was a co-
inventor of groundbreaking
MRI technology developed
at UC Berkeley. UC
Berkeley and UC San
Francisco were accused of
redirecting royalty income
into research funding to
avoid compensating the
inventors. While the initial
court ruling favored the
universities, a jury on appeal
determined that the
inventors were entitled to
receive royalties as
stipulated in UC’s
intellectual property policy.

1993

Jerome
Singer

University of
California

IP Policy
Violation

Electronics:
MRI

Platzer v.
Sloan
Kettering
Institute for
Cancer
Research*’’

Dr. Platzer, along with four
colleagues, developed
Colony Stimulating Factor
and assigned the associated
patents to Sloan-Kettering.
The institution later secured
a $50 million upfront lump-
sum payment from Amgen
for the technology yet
allocated only one percent
of the proceeds to the
inventors. Dr. Platzer
argued that under the Bayh-
Dole Act, inventors are
entitled to receive no less
than fifteen percent of
royalty income. However,
the court sided with Sloan-
Kettering, concluding that
the Bayh-Dole Act does not
grant inventors a private
right to claim a specific
portion of royalties.

1992

Dr. Erich
Platzer

Sloan
Kettering
Institute for
Cancer
Research

IP Policy
Violation

Biotech:
Colony
Stimulating
Factor

The Regents
of the
University of
New Mexico
v. Knight and
Scallen*®

In a legal action, the
University of New Mexico
sued Knight and Scallen,
alleging that although the pair
developed a cancer treatment
in 1991 and transferred the
rights, they failed to update
the university’s patent
documentation accordingly.

1991

The Regents
of the
University of
New Mexico

Scientists Galen
Knight and
Terence Scallen

IP Policy
Violation
(Failure to
Disclose)

Biotech:
Cancer
Treatment

456. See Notable IP Disputes About Student and Faculty Inventions, supra note 193.
457. Seeid.; see Platzer v. Sloan-Kettering Inst. for Cancer Rsch., 787 F. Supp. 360 (S.D.N.Y. 1992).

458. Feldman & Clayton, supra note 47.
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The University of
Pennsylvania filed a lawsuit
against Albert Kligman, an
emeritus professor of
dermatology at its School of
Medicine, claiming he
violated the university’s
patent policy. According to
the suit, Kligman entered into
a licensing agreement with
the Johnson & Johnson IP Polic
subsidiary Ortho Violatioi
Pharmaceutical Corporation (Failure to
University of | to market Retin-A as a L .
. . . University of | Professor Disclose)
Pennsylvania | treatment for wrinkles. While | 1991 Pennsylvania | Albert Klieman
v. Kligman*? | Kligman had informed the Y €
university of his intention to Biotech:
use the drug for acne Retin- A'
treatment, he allegedly failed
to disclose his development
of a method for reducing
wrinkles. The university
sought intellectual property
rights related to the Retin-A
discovery, which Kligman
had assigned to Johnson &
Johnson. The dispute was
ultimately resolved through a
confidential settlement.
A former academic member %rl:fringcmcnt
University of was sued by the Univc?gity of and Policy
Houston’s Hogston Sysfrcm fqr fallmg to L . Violation
- . notify of an invention, while University of | Emeritus .
Claim Against . (Failure to
an Emeritus an emeritus faculty member 1990 Houston Faculty Disclose)
Faculty was sued for patent System Member
Memberd® infringement. Both took place
about twenty-five years Medicine:
carlier. Heart Valve
IP Policy
. . . Violation
The University of Florida (Failure to
Robert Cade’s | pursued royalties after L .
S University of | Professor Disclose)
Gatorade Professor Robert Cade’s 1990 .
Invention*®! Gatorade invention turned a Florida Robert Cade
profit. Biotech:
Gatorade

459. See Barbara Spector, University Sues Its Own Professor in Patent Dispute, THE SCIENTIST
(Feb. 18, 1990), https://www.the-scientist.com/university-sues-its-own-professor-in-patent-dispute-
61525; see Notable IP Disputes About Student and Faculty Inventions, supra note 193; see Univ.
Pats., Inc. v. Kligman, Trs. of Univ. of Pa. v. Johnson & Johnson Baby Prods. Co., 762 F. Supp. 1212

(E.D. Pa. 1991).
460. Feldman & Clayton, supra note 47.

461. See Linda Williams, COLUMN ONE: Academia Wises Up on Patents: These Days,
Universities Aren't Shy About Asserting Their Rights to Potentially Lucrative Research Patents. It
Wasn't Always that Way, L.A. TIMES (Mar. 16, 1990, 12:00 AM), https://www.latimes.com/archives/
la-xpm-1990-03-16-mn-282-story.html.
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Yale v.
Fenn?*®?

Yale University chose not to
pursue a patent for the mass
spectrometer developed and
disclosed by Professor John
Fenn. At first, Yale
relinquished its intellectual
property claims, allowing
Fenn to retain the rights. Fenn
then independently secured a
patent and licensing
arrangement, and his
groundbreaking work
ultimately earned him the
Nobel Prize in Chemistry.
However, a legal conflict
emerged regarding whether
Fenn had properly and
promptly disclosed key
information to Yale. Over the
course of three decades, Yale
successfully defended itself
against multiple civil claims
brought by Fenn. Despite
being ninety-three years old
and in declining health, Fenn
persistently continued to
challenge the rulings that
denied him ownership of the
intellectual property tied to his
Nobel-winning invention.

1983

Yale
University

Professor John
Fenn

IP Policy
Violation
(Failure to
Disclose)

Electronics:
Mass
Spectrometer

Speck v.
North
Carolina
Dairy
Foundation*®3

Two faculty researchers
developed “sweet
acidophilus” milk and
presented it to the University
of North Carolina (hereinafter
“UNC”) as a potentially
patentable product. While the
invention did not qualify for a
patent, it was successfully
trademarked and subsequently
licensed by UNC through the
Dairy Foundation, generating
substantial royalty income.
Despite a university policy of
allocating fifteen percent of
royalties from patentable
inventions to inventors, UNC
declined to follow the faculty
patent committee’s
recommendation to
compensate the researchers for
the trademarked product and
opted not to share the
royalties. The court upheld
UNC'’s decision.

1981

Professor
Speck

University of
North Carolina

IP Policy
Violation

Biotech:
Milk

462. See Notable IP Disputes About Student and Faculty Inventions, supra note 193.

463. Seeid.



